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Bropericx & Bascom Ropre Company v. Witt1amM MANoFF 


United States Circuit Court of Appeals, Sixth Circuit 


June 12, 1931 


Trape-Marxs—INnreincemeNt—INJUNCTION—COMPLIANCE WITH DercRrEE— 

ConTeMPrT. 

Where, after an injunction restraining appellee from the use of 
the words “Au-Tow-Line” on special rope for towing motor cars, ap- 
pellee under a new name began to distribute a similar product marked 
with the name “Auto-Tow-Line,” a contempt proceeding was rightly 
brought against him. 

Trave-Marxs—INFrRincEMENT—SECONDARY MEANING. 

Although the word “Auto-Tow-Line” may be descriptive of ropes 
for towing autos, where the lower court had held it to have required 
a secondary meaning exclusively identifying plaintiff's mark, said word 
could not be simulated by another. 

In equity. Action for trade-mark infringement. From a 
judgment dismissing contempt proceedings, plaintiff appeals. Re- 


versed and remanded. 


Hugh K. Wagner, of St. Louis, Mo., Allen, Storey § Nye, all 
of Toledo, Ohio, Allen & Allen, both of Cincinnati, Ohio, 
for appellant. 

Smith, Baker, Effler & Eastman, of Toledo, Ohio, for appellee. 


Before Denison, Hicxs and HickeN.ooper, Circuit Judges. 


Denison, C. J.: The appellant rope company makes a special 
rope adapted for towing disabled motor cars. It might have called 
its product a tow rope for automobiles, or an automobile tow line. 
Developing this latter name through the stage Auto-Tow Line, it 
devised a fairly arbitrary though suggestive name—dAutowline. 
This was registered as a trade-mark; and in so far as the word 
had a descriptive character, the rope company eventually also 
claimed rights upon a secondary meaning that the article so marked 
was its product. The Metal Fibre Rope Company infringed this 
trade-mark, using (with hyphens) the identical word Au-Tow- 
Line as the name of its product. 

An infringement suit in the court below resulted in a decree 
for plaintiff by default. Plaintiff's exclusive right to the mark 
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Autowline, both as a legal trade-mark and through a secondary 
meaning ownership, was adjudicated by this decree; and it en- 
joined the defendant and its officers, agents, etc., from marking its 
articles with the trade-mark, either in the form Autowline, or in the 
form Au-Tow-Line. 

Manoff, the appellee, was the chief owner and general mana- 
ger of the Fibre Company, and a copy of the injunction was served 
upon him. Almost immediately thereafter, using the assumed name, 
“Wilman Company,” he began distributing a similar product promi- 
nently marked with the name Auto-Tow-Line, and used the same 
name upon his circulars. Thereupon the present contempt pro- 
ceeding was brought against him. The court below dismissed it. 

The question chiefly argued by counsel and the one upon which 
the dismissal below was based, is whether the word, or the com- 
pound word, Auto-Tow-Line is so far merely descriptive of the 
article that Manoff, or any other manufacturer, has the right to 
use it in spite of the plaintiff’s trade-mark. In support of plain- 
tiff’s claim of exclusion, it is said that when words primarily de- 
scriptive have, through a secondary meaning, come to indicate an 
article produced by plaintiff, a competitor may not use them as the 
name of his product as he would use a trade-mark, and it is also 
urged that a valid trade-mark which has developed out of descrip- 
tive words into a arbitrary form may not be simulated by a half 
way or pseudo return to the original words. 

We do not find it necessary to consider these broad questions ; 
we think Manoff was disqualified to claim the full competitive rights 
which might be open to a stranger. He was clearly privy to the 
former decree and bound by it as if he had been named as a party; 
the name Au-Tow-Line was adjusted to be plaintiff's valid trade- 
mark; he was enjoined from using it, and the effect of the injunc- 
tion, of course, was to enjoin also the use of any word in such close 
imitation or resemblance as to mislead the public; it is obvious that 
the ordinary purchaser would be confused or misled by the simi- 
larity between Au-Tow-Line and Auto-Tow-Line, when promi- 
nently displayed as if the proprietary name of two substantially 
similar articles. 
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To permit Manoff to continue his infringing business with 
merely this change in the characterizing name is to make the decree 
futile and to disparage the power of the court to give relief against 
trade larceny. The situation is the same as it was in Coca-Cola 
Co. v. Gay Ola Co., 200 Fed. 720 [4 T.-M. Rep. 297]. We there 
held that though the public generally was entitled and the defend- 
ant originally had been entitled to use a common and natural color 
for a beverage, the defendant, who had adopted that color as a part 
of his deliberate scheme to defraud the public into accepting his 
article as that of the plaintiff, could not continue to use it in carry- 
ing on the same business, even though he had dropped his fraudulent 
and unpermissible resemblances. 

The defendant there, and Manoff here, had organized and 
built up a business based upon a fraudulent appropriation of what 
belonged to the plaintiff. To permit them to continue without in- 
terruption, and to the full scope of identity permitted to an honest 
competitor, would be to preserve for them a good will acquired 
through fraud. The due protection of trade-mark and similar rights 
requires that a competitive business, once convicted of unfair com- 
petition in a given particular, should thereafter be required to keep 
a safe distance away from the margin line—even if that require- 
ment involves a handicap as compared with those who have not 
disqualified themselves. 

We conclude that Manoff’s use of Auto-Tow-Line involved a 
contempt of the former decree, and should have been treated ac- 
cordingly. It should be also noted that he continued a substantial 
use of the precise word forbidden, Au-Tow-Line. He claims this 
was an oversight; that is a claim which would affect the punish- 
ment, but can hardly serve entirely to excuse. 

The order appealed from is reversed and the case remanded 
for further appropriate proceedings. 
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Wieerns Cuemicat Co. v. Berry, ET AL. 
(426 [2d] 622) 


United States Circuit Court of Appeals, Seventh Circuit 
February 6, 1931 


Trape-Marxs ann Unrairn Competirion—“Wices WatTer.ess CLEANSER” — 
Use or Secret Formvuta. 


In a suit to enjoin appellee in the use of a formula for the manu- 
facture of a waterless cleanser, held that, inasmuch as there was no 
agreement between the parties prohibiting appellee from engaging in 
the cleaning business after severing relations with appellant, and as 
the product manufactured by the former was not the same as that 
put out by the appellant, the decision of the lower court dismissing 
the complaint should be affirmed. 

In equity. Action for unfair competition. From a decision 
of the United States District Court for the Northern District of 


Illinois, plaintiff appeals. Affirmed. 


E. S. Wiggins, of Richmond, Ky., and Dean Lake Trazler, of 
Chicago, IIll., for appellant. 
Robert L. Floyd, of Chicago, Ill., for appellee. 


Before ALScHULER and Sparks, Circuit Judges, and Ba.tze.t, 
District Judge. 


Batrze.i, D. J.: The appellant, Wiggins Chemical Company, 
challenges the correctness of a decree of the District Court dismiss- 
ing its bill for want of equity. 

The Wiggins Chemical Company is a corporation, organized 
May 17, 1924. For a number of years prior to that date, one D. C. 
Wiggins was engaged in the manufacture and sale of “Wiggs Water- 
less Cleanser.”” By written contract of October 6, 1924, Wiggins 
transferred and delivered to appellant his formula for the manu- 
facture of Wiggs waterless cleanser, and other cleansing prepara- 
tions, together with the stock of goods on hand then owned by him. 
Wiggins received, as consideration therefor, six hundred shares of 
the capital stock of the Wiggins Chemical Company. At that time 
appellee E. C. Berry was the owner of a certain number of shares 
of the capital stock of the Wiggins Chemical Company, and was 
its vice-president, and as such officer signed the written agreement 
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between D. C. Wiggins and the appellant. Appellant then began 
the manufacture of Wiggs waterless cleanser and other cleansing 
preparations, in Cincinnati, Ohio, in which city its plant was lo- 
cated. Appellee E. C. Berry performed certain work in connec- 
tion with the manufacture of these products at the company’s manu- 
facturing plant in Cincinnati, as did also appellee H. T. Berry. 
Appellant charges that in the manufacture of Wiggs waterless 
cleanser, and in the regular line of their duties in assisting in the 
manufacture thereof, the appellees E. C. Berry and H. T. Berry 
came into the possession of a certain valuable formula constituting 
a secret process used in the manufacture of Wiggs waterless 
cleanser. It is further charged by appellant that there was an 
implied agreement between appellant and appellees Berry that 
such formula did constitute a secret process which was not to be 
divulged to any person, and was not to be used by such appellees 
except in the manufacture of Wiggs waterless cleanser. 

Appellee E. C. Berry disposed of his stock in November, 1925, 
and resigned as a director of appellant company at that time. In 
April, 1926, appellee H. T. Berry resigned from the employ of 
appellant. Subsequently, appellees E. C. Berry and H. C. Hol- 
brook became associated in a partnership known as the Berry Chem- 
ical & Manufacturing Company, and began the manufacture and 
sale of a product known as Rex-O waterless cleanser. Appellee 
H. T. Berry became associated with the Berry Chemical & Manu- 
facturing Company in August, 1926. 

It is the contention of appellant that the formula which was 
used by it in the manufacture of the Wiggs waterless cleanser and 
other cleansing preparations was the same formula as that used 
by the Berry Chemical & Manufacturing Company in the manu- 
facture of Rex-O waterless cleanser. Appellant also contends that 
the formula which was used by it was intrusted to appellees Berry 
in a confidential manner, to be used by them only in the manufac- 
ture of appellant’s products. It is also contended by appellant that 
the appellees Berry made use of the list of appellant’s customers, 
agents, employees, etc., whose identities were learned by them 
while in the employ of appellant, in soliciting customers, agents, 
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employees, etc., for the sale of Rex-O waterless cleanser, and in 
this manner greatly injured appellant’s business. 

Appellant seeks to enjoin appellees from the use of its formula 
in the manufacture of Rex-O waterless cleanser, and from directly 
or indirectly making, using, or selling any products manufactured 
from its formula or formule, and asks for an accounting by ap- 
pellees for the profits realized from the use of appellant’s formula. 
It also seeks to enjoin appellees from endeavoring to induce its 
agents or employees to void their contracts with it. 

The District Court disposed of this case upon issues of fact. 
It found, first, that there was no agreement—at the time appellee 
E. C. Berry severed his connection with appellant—to the effect 
that he would not again enter into the cleaner business, and conse- 
quently he was not barred from again engaging in such a business, 
and he therefore had a legal right to solicit business from the cus- 
tomers of appellant. It found, second, that the product manu- 
factured by appellees is not the same product as that manufactured 
by appellant under its so-called secret process. It further found 
that the so-called secret process of appellant “is a process which 
the chemist by analysis can determine.” 

There is contained in the record the testimony of one L. Carl- 
ton Mertz, a chemist of more than nine years’ experience, with 
reference to the product manufactured by appellant being capable 
of analysis. Mr. Mertz’ testimony discloses that he has specialized 
in commercial work in connection with cleaners; that he is a grad- 
uate of Western College, Appleton, Wis.; that for the past nine 
years he has done laboratory, industrial, and technical work; that 
he is now engaged in the laboratories of the Wrisley Soap Com- 
pany. His testimony is to the effect that the formula used by 
appellees in the manufacture of Rex-O waterless cleanser is not 
the same formula as that used by appellant in the manufacture of 
Wiggs waterless cleanser. There is no further testimony on the 
part of any witness, as a chemist, as to whether or not the Wiggs 
waterless cleanser is capable of analysis. 

This court is in accord with the finding of the District Court 
in that there was no agreement, at the time appellee E. C. Berry 
severed his connection with appellant company, that he would re- 
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frain from engaging in the cleanser business. He therefore had 
a right to engage in such business and to solicit business from 
former customers of the appellant. His action in this respect was 
within his rights under the law. 

The formula owned by appellant, and said by it to be a secret 
process for the manufacture of a waterless cleanser, is not contained 
within the record. Appellant refused, at the time of the trial in 
the District Court, to make such formula public by introducing it 
into the record. However, it did submit such formula to the Dis- 
trict Court for its examination and inspection. The record shows 
that the court examined it, and, after a consideration of all the evi- 
dence, found that the process or formula used by appellees in the 
manufacture of Rex-O waterless cleanser is not the same as that 
used by appellant. This being a finding of fact, and there being 
sufficient evidence in the record to justify such finding, and, further, 
the formula in question not being contained within the record, this 
court is unable to say that the District Court erred in its finding. 

Having thus concluded, it is not necessary to determine the 
question of whether or not the appellees Berry were bound to keep 
secret the formula used in the manufacture of Wiggs waterless 
cleanser, after severing their connection with the Wiggins Chemi- 
cal Company. 

The decree of the District Court dismissing the bill for want 
of equity is affirmed. 





Oconomowoc CANNING Company v. Rem, Murpocu & Company 
United States District Court, Eastern District of Wisconsin 


December 19, 1930 


Trape-Marks—INFrinGeEMENT—“TEENTE WEENIE” ON CANNED  VEGE- 

TABLES. 

Where the exclusive right to the use of the words “Teenie Weenie” 
as a trade-mark on canned vegetables was conveyed to plaintiff in 
writing by the originator of the said words, long used as the title of 
a newspaper cartoon, defendant’s use of the words as a trade-mark 
for canned peas held infringement, and was enjoined. 


In equity. Action for trade-mark infringement. Judgment 
for plaintiff. 
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Bloodgood, Kemper § Bloodgood, of Milwaukee, Wis., for 
plaintiff. 
Fred Gerlach, of Chicago, Ill., for defendant. 


Geiger, D. J.: Findings of fact: 

First—That the above-named plaintiff, in the year 1920, 
adopted as a trade-mark or name for certain varieties of peas 
canned, packed and sold by it the arbitrary name or symbol “Teenie 
Weenie,” and that ever since said date the plaintiff has continuously 
used said trade-mark and has sold large amounts of canned peas 
under the said name generally throughout the United States and 
has built up a large and profitable business therein. 

Second.—That heretofore, to wit, on or about May 14, 1924, 
said plaintiff, pursuant to the statutes of the United States of 
America in that regard made and provided, filed in the United 
States Patent Office an application for the registration of the said 
trade-mark “Teenie Weenie” for canned vegetables in Class No. 
46, Foods and Ingredients of Foods, and that thereupon, and under 
date of September 16, 1924, the United States Patent Office duly 
issued its Certificate of Registration No. 189207, showing the reg- 
istration of said trade-mark as provided by law, and that said 
plaintiff ever since has been, and now is, the owner and holder of 
said registered trade-mark for canned vegetables. 

Third—That said defendant, with full knowledge of plain- 
tiff’s rights in the premises, in the fall of the year 1925 or spring 
of the year 1926, commenced applying said trade-mark of “Teenie 
Weenie” to canned peas and other canned vegetables manufactured 
or sold by it and advertised said trade-mark extensively throughout 
the United States, and sold large quantities of such canned vege- 
tables under such trade-mark and name. 

Fourth.—That heretofore, to wit, in the year 1914, one Wil- 
liam Donahey, an artist and author by profession, commenced the 
writing of certain stories under the name of “The Teenie Weenies” 
and the drawing of certain cartoons to illustrate such stories, which 
cartoons and stories were published in the Chicago Tribune, a news- 
paper published in the City of Chicago; that for a number of years 


ea aaa tet ts ia i PLAT ANE 


a ee a ee ee ee Pe 


tsb ED C09 at» 


u 
g 
> 
& 
Py 
4 
; 








OCONOMOWOC CANNING CO. V. REID, MURDOCH & CO. 359 


subsequent to 1914 the said William Donahey continued the writ- 
ing of similar stories and the drawing of similar cartoons, which 
were published in the Chicago Tribune and which were copyrighted 
either in the name of the said William Donahey or in the name of 
the said Chicago Tribune; that in the year 1919 the said William 
Donahey applied to the Patent Office of the United States for reg- 
istration of the name “Teenie Weenie” as a trade-mark for dolls 
and as a trade-mark for newspaper cartoons, and in the year 1921 
such registration of the name “Teenie Weenie” was allowed by the 
Patent Office as a trade-mark for such dolls and such newspaper 
cartoons. 

Fifth—That except in connection with the business of the 
selling of dolls and of newspaper cartoons, the said William Dona- 
hey has been engaged in no business except that of writer and artist 
and has never been engaged in the business of manufacturing, deal- 
ing in or selling canned peas or canned vegetables of any kind. 

Sizth—That in the year 1926 the said William Donahey 
executed an instrument in writing by which he purported to sell 
to the defendant, Reid, Murdoch & Company, the right to use the 
name “Teenie Weenie” as a trade-mark for canned vegetables. 

Seventh.—That the drawings of figures used upon the labels 
employed from time to time by the plaintiff as labels upon its goods 
are not copies of, and do not resemble, the figures contained in the 
Donahey drawings. 

Conclusions of law: 

First—That the plaintiff is the owner of the trade-mark 
“Teenie Weenie” as applied to canned vegetables and is entitled 
to the sole and exclusive use thereof. 

Second.—That the defendant, Reid, Murdoch & Company, had 
and has, no right to such trade-mark as applied to canned vege- 
tables, and by its use thereof has infringed upon the rights of the 
plaintiff. 

Third.—That the said William Donahey never had any trade- 
mark rights in the name “Teenie Weenie” as applied to canned 
vegetables in any form. 
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Fourth.—That the plaintiff is entitled to judgment as prayed 
in its complaint, enjoining and restraining the defendant from the 
use of the name “Teenie Weenie” as a trade-mark for canned vege- 
tables and that a writ of injunction therefor issue out of this court, 
and that the plaintiff is entitled to an accounting for profits made 


by the defendant in and through the sale of canned vegetables by 


, 


it under the trade-mark or name of “Teenie Weenie,” and that the 


counterclaim herein be dismissed. 
Let judgment be entered accordingly. 


Tue Goop HovseKreePpInGc Suop v. J. E. Smirrer anp ALBERT 
RopENHOUSsE, INDIVIDUALLY AND DorinG BusINEss AS THE 
Goop HovusEKEEPING SHOP 


Supreme Court of Michigan 
June 1, 1931 


Unrarr Competition—Actruat Competition NECESSARY. 

In order that there may be unfair competition, there must be 
actual competition shown from specific instances or as an actual ten- 
dency of defendant’s acts. 

Unram Competirion—“Goop HovuseKEeeP1nc”—Use oF MaGazine NAME IN 

Bustness—ABSENCE OF COMPETITION. 

Plaintiff began in 1919 in Detroit, Mich., a business of selling 
household appliances under the name of “The Good Housekeeping 
Shop,” and subsequently extended said business to several other cities, 
not including Grand Rapids, in which defendants’ were located, said 
plaintiff dealing largely in household devices tested and recommended 
by Good Housekeeping Institute. Defendants subsequently began in 
Grand Rapids to sell household appliances under the trade-name, The 
Good Housekeeping Shop, but there was no evidence of confusion 
in business between the parties, nor of deception to the public. Held 
that, inasmuch as there was no actual competition and that there 
was no plan of expansion on the part of plaintiff to establish a store 
in Grand Rapids, the decree dismissing the bill should be affirmed. 


In equity. Action for unfair competition. From a decree dis- 
missing bill, plaintiff appeals. Affirmed. 


Anderson, Wilcox, Lacy & Lawson, of Detroit, Mich., and 
Dunham, Cholletts § Allaben, of Grand Rapids, Mich., 
for plaintiff. 

Verde W. Hoogsteen, of Grand Rapids, Mich., for defendants. 
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Before the entire bench. 


Freap, J.: This is a suit by plaintiff, a Michigan corporation 
of Detroit, to enjoin defendants, a partnership of Grand Rapids, 
from using the name “The Good Housekeeping Shop.”” Defendant 
Smitter has since purchased his partner’s interest and continues 
the business under the same name. 

Good Housekeeping is probably the foremost household maga- 
zine in the country. It maintains a Good Housekeeping Institute 
which tests household devices and advertises approval of those 
found worthy. It has no part in their vending but, because of the 
integrity and great circulation of the magazine, its approval is very 
valuable. Recognizing this, several stores throughout the country 
have adopted the name used by the parties to this suit. The Easy 
Washer is one of the approved devices. 

Plaintiff began business as a partnership in Detroit in 1919, 
incorporated in 1920, and expanded its business until, when de- 
fendants took the name, it had six branch stores in Detroit, others 
at St. Clemens (established in 1922), Flint (1923), Pontiac (1924), 
Hamtramck (1926), Port Huron (1928), Ann Arbor (1928, but 
under the name of Easy Washer Shop), and had formed a Cana- 
dian corporation to conduct a store at Windsor, Ontario. It has 
exclusive agency for the Easy Washer in its territory. The washer 
is its principal article of sale. It handles a number of the other 
larger household devices of national market, some of which bear 
the approval of the Good Housekeeping Institute. It does a gross 
business of $2,000,000 per year, the approved articles represent- 
ing about 75 percent. It spends large sums in advertising in De- 
troit newspapers and by radio. Some of the advertising is national, 
in the respect that part of the expense is paid by manufacturers, 
and some is local to plaintiff. The newspapers have some circu- 
lation in Grand Rapids and the radio can be heard there. 

Plaintiff's advertisements are directed to the trade of its own 
territory. It has made no attempt to advertise or seek business 
in the Grand Rapids district. The testimony does not indicate 
that, by unusual methods of business or otherwise, it has acquired 
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a distinctive personality which has projected itself beyond the im- 
mediate range of its trade. The natural tendency of the name se- 
lected by it would be to render it more difficult for plaintiff to at- 
tain a wide personal reputation because of the greater celebrity of 
the magazine. There was no evidence or tendency to indicate that 
plaintiff is so well known in Grand Rapids that persons dealing 
with defendant would think they were dealing with plaintiff. 

In 1928 defendant and his partner established their store at 
Grand Rapids, with exclusive agency of the Easy Washer in Kent 
county, selling articles approved by Good Housekeeping Institute, 
and other goods. In general, the goods are of the same class as 
plaintiff handles, but not wholly. When they took the name, they 
knew of plaintiff and also of other similar stores and thought the 
Good Housekeeping appellation would be a valuable asset. If 
defendant has had any benefit from plaintiff's advertisement, it 
has been accidental and casual. 

Plaintiff relies on the doctrine of unfair competition, the gen- 
eral rules of which are well known and uniformly established. 38 
Cyc. p. 756, 26 R. C. L. p. 875. Each case is determined upon its 
own facts and relief is based upon the principles of common busi- 
ness integrity. 26 R. C. L. p. 881. An essential point here is that, 
in order that there may be unfair competition, there must be actual 
competition, shown from specific instances or as a natural tendency 
of defendant’s act. 38 Cyc. p. 760; 26 R. C. L. p. 876; 25 L. R. A. 
10;2 L. R. A. (MS) 964, note; 36 A. L. R. 919, note. 

There has been no actual competition between plaintiff and 
defendant. Plaintiff's nearest store is 100 miles from defendant’s. 
Neither has mail order business in the territory of the other. 
Neither has discovered an instance of overlapping trade. 

Nor is there a natural tendency to competition. In fact, even 
the possibility is remote. In the sale of their principal article, 
each is restricted by the manufacturers to definite territorial limits. 
The other articles are well known, widely sold, handled by other 
merchants in the cities where plaintiff and defendant operate, and 
in other cities and villages lying between. There is no reason why 
a purchaser in the territory of either should buy from the other. 


4 
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A trade-mark or mark, unlike a patent, carries no monopoly 
of use beyond the market of the person claiming it. Benioff v. 
Benioff, 64 Cal. App. 745 [14 T.-M. Rep. 119]; Hanover Star 
Milling Co. v. Metcalf, 240 U. S. 403 [6 T.-M. Rep. 149], 365 S. 
Ct. R. 857; Ball v. Broadway Bazaar, 106 N. Y. S. 249, Aff. 121 
App. Div. 546; Rice § Hutchins v. Vera Shoe Co., 290 Fed. 124 
[18 T.-M. Rep. 889]. An exception to the rule has been made 
where an outstanding and widely known name, made val- 
uable by the owner (i.e. Hudson Bay Company) was pirated for 
the purpose of deceiving the public in a territory where the com- 
pany did not have an established place of business and where it 
was claimed there was no actual competition. Governor § Com- 
pany, etc. v. Hudson Bay Fur Co., 83 Fed. (2d) 801 [19 T.-M. 
Rep. 453]. 

Plaintiff has not attained the necessary personal celebrity to 
warrant application of this exception, nor did defendant take the 
name for the purpose of deceiving the public into believing that 
when trading with him they were trading with plaintiff. 

It may be added that the other circumstances usually attend- 
ing unfair competition are absent. There has been no confusion 
in the affairs of the parties, no deception of the public, no invasion 
of plaintiff's business by defendant, no past injury to plaintiff, 
nor damage to it in prospect. 

Plaintiff, however, argues for “protection within the field of 
potential expansion” on the ground of modern business tendencies. 

We may recognize the modern tendency to establish chain 
stores. Whatever their economic effect, chain stores have neither 
legal virtue nor vice different from any other business. They may 
be established and expand in a lawful manner, but they cannot 
demand that the rights of partnerships or persons shall be cir- 
cumscribed in their favor. The doctrine of unfair competition af- 
fords full protection against the wrong of competitors. Neither 
corporations nor individuals can expect favors from the law. 

The facts here lend no support to the contention. While 
plaintiff states it has a plan of expansion which includes the open- 
ing of a store in Grand Rapids, the plan is not definite as to time 





(ORR ap IE SN Ca EAT TE IME SRNR Me “ 


CONE Teena E 


| 
) 








364 TWENTY-ONE TRADE-MARK REPORTER 


and, upon present considerations, it would not establish such store 


unless it could obtain the local exclusive agency for the Easy 
Washer, now held by defendant. Stripped of fine words, the prayer 
is for a monopoly of the name, made valuable by another, when 
no element of unfair competition justifies it and the law on the 
subject denies the right to it. 

The language in Rice & Hutchins v. Vera Shoe Co., supra, 
involving a kindred subject, is pertinent: 

The adoption of a trade-mark does not project the right of protec- 
tion in advance of the extension of the trade, or operate as a claim of 


territorial rights over areas into which it thereafter may be deemed de- 
sirable to extend the mark owner’s trade. 


See also Ambassador Hotel Corp. v. Hotel Sherman Co., 226 
Ill. App. 247. 

Plaintiff's final contention is that incorporation gives it the 
exclusive right to use of the name in this State. 

Under C. L. 1929, section 9955, no other domestic corporation 
of this State may take the same or a similar name. Were it not for 
the statute, another corporation could take the name, unless pro- 
hibited under the doctrine of unfair competition. Nebraska Loan 
§& Trust Co. v. Nine, 27 Neb. 507. There being no statutory pro- 
hibition against its use by partnerships or individuals, the rules of 
unfair competition are controlling. 

The right of a corporation to the use of its name is the same 
as that of an individual. 38 Cyc. p. 819; 26 R. C. L. pp. 860, 
887; Armington & Sims v. Palmer, 21 R. I. 109 (48 L. R. A. 95). 
When a state grants a charter to a corporation, it merely authorizes 
the use of the name in a legal manner. The incorporators select 
the name. The state does not adjudge it to be legal, nor decree 
that its use throughout the state will be lawful. Children’s Bootery 
v. Sutker, 91 Fla. 60 (44 A. L. R. 698). The corporation is en- 
titled to monopoly of the same only so far as justified by the doc- 
trine of unfair competition. 38 Cyc. p. 726. 

If a corporation takes and uses the business name of a part- 
nership or individual in a manner which results in unfair competi- 
tion, the court will restrain it. Children’s Bootery v. Sutker, supra; 








eT eee ee 


Se 


PS Se eee ee 


Ai Sia da I PDA AG 


uininctt 


iinet sta S38 


THE CELOTEX CO. V. CHICAGO PANELSTONE CO. 365 


16 Ann. Cas. 596, note; 26 R. C. L. 888; or, if it already has a 
similar name, the corporation will be prohibited from invading the 
territory of a partnership. Eastern Outfitting Co. v. Manheim, 
39 Wash. 428; 35 L. R. A. (NS) 251. Counsel attack the latter 
case, but it was distinguished without disapproval in Groceteria 
Stores Co. v. Tibbett, 94 Wash. 99 (162 Pac. 54; L. R. A. 1917C, 
955 [7 T.-M. Rep. 211]). 

So, a corporation cannot enjoin the use of a similar name by 
another corporation (in the absence of statute) or by a partnership 
or person where the business of the latter does not encroach upon 
the trade of the former and constitute unfair competition. 26 
R. C. L. pp. 887, 889; 35 L. R. A. (NS) 251, note; Bingham School 
v. Gray, 41 L. R. A. 248. 


Decree dismissing the bill is affirmed, with costs. 


Tue CreLotex Company v. CuicaGo PANELSTONE COMPANY 


United States Court of Customs and Patent Appeals 
Opposition No. 9761 


June 1, 1931 


Trape-MarKs—OpposiTtion—“Opat-TEx” AND “CELoTEX”—CONFLICTING 
Marks. 
The word “Opal-Tex” held to be confusingly similar to the word 
“Celotex,” both used as trade-marks for wall-board. 
On appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Reversed. For the Commis- 
sioner’s decision, see 20 T.-M. Rep. 548. 


Wm. E. Seaver, Charles M. Thomas, Francis D. Thomas, all 
of Washington, D. C., and Samuel E. Darby, Jr., of New 
York City, for appellant. 

J. H. Jochum, Jr., of Chicago, Ill., for appellee. 


Hatrietp, J.: This is an appeal in a trade-mark opposition 
proceeding from the decision of the Commissioner of Patents dis- 
missing the opposition of appellant and holding that appellee was 
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entitled to the registration of the mark “Opal-Tex” for use on or- 
namental wall board. 

In its application for registration, filed November 27, 1928, 
appellee alleged that it had used its alleged trade-mark “Opal-Tex” 
since June 4, 1928. 

In its notice of opposition, appellant alleged that it was the 
owner of the trade-mark “Celotex’”’ for use on wall board and simi- 
lar building materials; that its trade-mark was registered on July 
29, 1924, on an application filed March 5, 1924; that appellant had 
built up an extensive business in interstate and foreign commerce 
for its products, sold under the trade-mark “Celotex’’; that it had 
expended large sums of money in advertising its goods and its 
trade-mark and had popularized them throughout the United States 
and in foreign countries; that the goods of the respective parties 
possessed the same descriptive properties; that the marks were 
confusingly similar; and that the registration to appellee of the 
trade-mark “‘Opal-Tex” would create confusion in the mind of the 
public, and make it convenient for unscrupulous dealers to pass off 
the goods of appellee for those of appellant, to the injury of both 
appellant and the general public. 

In its answer, appellee denied each of the allegations contained 
in the notice of opposition, and stated that it was without knowl- 
edge, except as shown in the notice of opposition, that appellant 
had extensively advertised and popularized its trade-mark ‘“Celo- 
tex,” or that it had built up an extensive business in interstate and 
foreign commerce. 

It appears from the record that appellant began the manu- 
facture of wall board in 1921; that, from the year 1922 to 1929, 
inclusive, its production increased from 18,000,000 square feet of 
“Celotex” to approximately 500,000,000 square feet per year; that 
its products are marketed in the United States through approxi- 
mately 7,000 retail lumber dealers, by building material dealers, 
hardware dealers, and others; that its products are sold under the 
trade-mark “Celotex”’ throughout the United States and in “82 
foreign countries”; that its sales increased from $1,241,826.18, for 
the year 1928, to $10,311,569.00, for the year 1928; that its prod- 
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ucts and trade-mark have been advertised in magazines, such as 
The Saturday Evening Post, and otherwise throughout the United 
States and in foreign countries; that from the year 1928 to the 
year 1928, inclusive, appellant had expended $3,579,059 in adver- 
tising its products and trade-mark; that its products have come to 
be known as “Celotex”; and that “Celotex” is used as sheathing 
for structures, replacing wood lumber, as an exterior and interior 
finish for buildings, as a base for plaster, for the deadening of 
sound, and for “acoustical corrections” in buildings, as a lining 
under carpets, as insulating material in the refrigeration industry, 
and for other purposes. 

On this record, the tribunals of the Patent Office concurred 
in holding that the goods of the parties were substantially identical 
and possessed the same descriptive properties; that appellant had 
adopted and used and had expended large sums of money in adver- 
tising and popularizing its trade-mark ‘“‘Celotex,’ and had exten- 
sively advertised and popularized its “Celotex products” through- 
out the United States and in foreign countries, long prior to the 
adoption by appellee of its trade-mark “Opal-Tex’’ for use on 
similar goods; and that, if there was probability of confusion, 
appellee was not entitled to the registration of its mark. They 
held, however, that, with the exception of the suffix “Tex,” the 
marks were wholly dissimilar in appearance, sound, and meaning; 
that the suffix was a minor portion of the involved marks and had 
been registered by others for use on similar goods, prior to ap- 
pellant’s registration; that the concurrent use of the involved 
marks would not be likely to cause confusion; and that, therefore, 
appellee was entitled to have its mark registered. 

Preliminary to a discussion of the involved issues, we may 
say that counsel for appellee has not appeared in this court to 
present any reasons, orally or otherwise, why the decision of the 
Commissioner of Patents should be sustained. 

Appellee set out in its answer several registrations of trade- 
marks including the syllable “Tex.” However, those registrations 
do not appear in the record and there is nothing to indicate that 
any of them were used on goods possessing the same descriptive 
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properties as those involved in this proceeding. Furthermore, it 
is not contended here that appellee was the first to adopt and use 
a trade-mark ending in the suffix “Tex.” 

Accordingly, it will be presumed, for the purposes of this 
decision, that appellant’s registration is valid. Van Camp Sea 
Food Co., Inc. v. Westgate Sea Products, 18 C. C. P. A. ( (Patents) 
" F. (2d) ——, [21 T.-M. Rep. 261] and cases therein 
cited. 

It appears from the record that appellant has expended large 








sums of money in advertising its products and its trade-mark in 
magazines read by millions of people, and through other adver- 
tising mediums. Nevertheless, appellee, in its answer, stated that 
it had no knowledge, except as alleged in the notice of opposition, 
that appellant had built up an extensive business, that there was 
any public demand for its products, or that the trade-mark “Celo- 
tex” had been extensively advertised, and denied that the regis- 
tration of the mark “Opal-Tex”’ for use on its goods would enable 
unscrupulous dealers to pass off the goods of appellee for those 
of appellant. No evidence was offered by appellee to substantiate 
any of these allegations. 

That the goods of the respective parties possess the same de- 
scriptive properties and are used, or intended to be used, for the 
same purposes, and that they are sold, or intended to be sold, 
through the same mediums to the general public, is obvious. Ac- 
cordingly, the sole question for our consideration is, would the 
concurrent use of the marks “Opal-Tex” and “Celotex” by the 
respective parties be likely to cause confusion in the mind of the 
public and deceive purchasers. 

The trade-marks are not identical in appearance, meaning, 
or sound. However, we are unable to agree with the conclusion 
reached by the Patent Office tribunals that the suffix “tex” is a 
minor feature of appellant’s trade-mark. On the contrary, we are 
of opinion that the suffix “tex” is an important and distinctive, if 
not the dominant, feature of the mark “Celotex”’; and that the pub- 
lic would observe and remember that particular feature of the mark. 
Of course, appellant is not entitled to the exclusive use of every 
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trade-mark formed by the use of the syllable “Tex,” but, when, 
as in the case at bar, a newcomer in the field uses the syllable “Tex” 
as a suffix, with a prefix not sufficiently dissimilar from the prefix 
of the registered mark to prevent confusing similarity of the marks 
as a whole, the registrant must be given the full measure of pro- 
tection intended to be conferred by the statute, “the general pur- 
pose of which [nothing appearing therein to the contrary] is to 
prevent one person from passing off his goods or his business as 
the goods or business of another.” American Steel Foundries v. 
Robertson, Commissioner, et al., 269 U. S. 372 [13 T.-M. Rep. 
289]; 46 S. Ct. R. 160, and cases therein cited; The B. F. Good- 
rich Co. v. Clive E. Hockmeyer et al., 17 C. C. P. A. (Patents) 
1068, 40 F. (2d) 99 [20 T.-M. Rep. 205]. 

Considering the marks as a whole, therefore, as should be 
done in cases of this character, we are of opinion that the use by 
appellee of the mark “Opal-Tex’” on its goods, concurrently with 
the use by appellant of its widely advertised and well-known trade- 
mark ‘‘Celotex’’ for use on its goods, would be likely to cause con- 
fusion in the mind of the public and would tend to cause, as claimed 
by counsel for appellant, unscrupulous dealers to pass off the goods 
of appellee for those of appellant; and that the public would be 
confused, not only as to the goods but as to their origin. Whether 
this is an instance of trade-mark piracy, as argued by counsel for 
appellant, need not be considered by us. However, the observation, 
many times reiterated in cases of this character, that, except in 
widely separated fields of activity, which is not the case here, there 
can be no reasonable excuse for a newcomer to adopt and use a 
trade-mark confusingly similar to the established mark of another 
on goods of the same descriptive properties, has particular appli- 
cation to the facts in this case. 

For the reasons stated, the decision of the Commissioner of 
Patents is reversed. 
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Tue CeLotex Company v. Bronston Bros. anp Co., Inc. 
United States Court of Customs and Patent Appeals 
Patent Appeal No. 2886 
June 1, 1931 


Trape-Marxs—Opposition—“CELoTrex” AND “FLAMETEX”—CONFLICTING 
Marks. 
A trade-mark consisting of the word “Flametex” held to be con- 
fusingly similar to “Celotex,” both marks being used on wall board. 
On appeal from a decision of the Commissioner of Patents 
dismissing a trade-mark opposition. Reversed. For the Commis- 
sioner’s decision, see 20 T.-M. Rep. 547. 


Wm. E. Seaver, Chas. M. Thomas, Francis D. Thomas, all of 
Washington, D. C., and S. E. Darby, Jr., of New York 
City, for appellant. 

No appearance for appellee. 


Buianp, J.: This is an appeal from a decision of the Commis- 
sioner of Patents affirming the decision of the Examiner of Inter- 
ferences, dismissing the opposition and adjudging that the appli- 
cant was entitled to the registration of its trade-mark. 

The trade-mark of opposer is “Celotex” and the trade-mark 
of the applicant is “Flametex.’’ Both marks are applied to wall 
board. 

The Celotex Company was organized in 1920 and began the 
manufacture of wall board known as “Celotex” in 1921 and has 
increased its production from 18 million square feet in 1922 to 
approximately 500 million square feet in 1929. Seven thousand 
retail dealers in eighty-two countries, on the last-named date, were 
handling “Celotex.” More than $3,500,000 have been expended 
in advertising “Celotex.” Appellant claims that the word “Celo- 
tex’”’ has become a “byword” for wall board and that the merchan- 
dise represented by it has an enviable reputation for its insulating 
and sound-absorbing properties. From 1921 to 1928 appellant 
states that no other manufacturer of wall board made any effort 
to use any trade-mark on its product which involved the suffix “tex” 
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or in any other way sought to simulate its trade-mark; that begin- 
ning with the year 1928 a great number of manufacturers of wall 
board, including applicant, adopted trade-marks which appellant 
contends closely resemble “Celotex” and with the obvious purpose 
of trading upon the popularity of appellant’s mark. 

In applicant’s answer to the notice of opposition of opposer 
is found the following: 

Applicant avers that there is no similarity in sound of the two marks 
“Flametex” and “Celotex,” except in the last syllable “Tex.” And in view 
of the numerous registrations in the same class of goods, of trade-marks 
ending with the suffix “Tex,” to mention a few; “Hytex,” “Unitex,” “Wall- 


tex,” “Maftex,” “Suntex,” etc., which proves that the opposer has not the 
exclusive right to the suffix “Tex.” 


The above-quoted suggestion evidently was given great weight 
by the Commissioner since in his opinion we find the following: 

A considerable number of trade-marks ending in this syllable “Tex” 
previously registered for use upon the same class of goods have been 
noted in the answer, the inference being drawn that “Tex” is either publici 
juris and not capable of exclusive appropriation by anyone, or that this 
syllable has become so widely known and so commonly used in connection 


with similar goods that the public would not rely upon it in connection with 
the opposer’s or the applicant’s mark. 


In determining the right to register a trade-mark which was 
so confusingly similar to a known or registered trade-mark owned 
by another as to be likely to confuse purchasers, this court has fre- 
quently said that the question of confusion was the test. 

That confusion would result from the registration and use of 
“Flametex” on wall board, in view of the well-known registered 
mark “Celotex,” seems too clear to require extended discussion or 
citation. Furthermore, it seems obvious that the applicant adopted 
“Flametex” with a view of profiting by the confusion that would 
result. The applicant has not appeared here, either by brief, or 
by counsel for oral argument, and no reason is given anywhere in 
the record why appellee with a wide field to select from chose the 
word “Flametex.” 

In Lever Brothers Co. v. Riodela Chemical Co., 17 C. C. P. A. 
(Patents) 1272, 41 F. (2d) 408 [20 T.-M. Rep. 311] we thor- 
oughly discussed this phase of the case and there had the words 
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“Tex” and “Lux” before us for consideration. We there used 
language which is particularly applicable here: 


. . we are of the opinion that the word “Tex” was selected in the 
hope and belief that such confusion would arise and that appellee would 
profit thereby. We do not intimate that appellee did not honestly believe 
that it had a legal right to use the word “Tex”; it undoubtedly was thought 
that its mark had been differentiated from that of appellant sufficiently 
to be protected by the law, but that a benefit would be reaped from its 
close approximation to appellant’s mark. That appellee had knowledge 
of appellant’s mark at the time it adopted the word “Tex” is fairly pre- 
sumed from the facts set out in the stipulations. 


* * + 7 * 

Of course, if confusion or mistake is not likely to result from the use 
of the two marks, the motive of the later applicant in adopting its mark 
cannot affect its right to registration; but if, in the adoption and use of 
the mark, there be a purpose of confusing the mind of the public as to the 
origin of the goods to which it is applied, we have a right, in determining 
the question of likelihood of confusion or mistake, to consider the motive 
in adopting the mark as indicating an opinion, upon the part of one vitally 
interested, that confusion or mistake would likely result from use of the 
mark. After all, the determination of the question of likelihood of con- 
fusion or mistake in the use of trade-marks must, as a general rule, be 
a matter of opinion, and not the result of testimony produced as to the 
existence or absence of such confusion. Therefore, the tribunals of the 
Patent Office, and this court as a reviewing body, may, in cases where one 
adopts and uses a mark with the motive of confusing the mind of the pub- 
lic, consider that motive as one of the factors in determining the question 
of whether use of such mark is likely to cause confusion or mistake in the 
mind of the public. 

There is no contention anywhere that “Celotex” is not a valid 
mark. The Commissioner concluded that the suffix “tex” had be- 
come public property because of the fact that a considerable num- 
ber of trade-marks ending with the syllable had been previously 
registered for use upon the same class of goods and other goods, 
and evidently gave this fact controlling effect in his decision. 

It seems to us that this line of reasoning suggests that if 
there is confusion or a strong probability of confusion due to the 
presence of the term “tex” in both marks, that such confusion is 
excusable and is not sufficient basis for a refusal to register. Irre- 
spective of any rights which the parties or other trade-mark users 
may have in equity, as determined by their conduct and the use 
of their respective marks, the registration statute by its express 


terms denies registration if confusion to purchasers results. As 
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we see it, Congress, by creating a place of registration, sought to 
minimize rather than to add to the public’s confusion. 

Ofttimes the users of confusingly similar trade-marks get them- 
selves into such a position that equity cannot interfere and the 
public interest cannot be adequately protected. By providing a 
place of registration and making available certain beneficial re- 
sults flowing therefrom, Congress, although not privileged to change 
common law trade-mark rights, has done much to improve the 
whole trade-mark situation. 

The test with the Commissioner should have been: Are 
“Flametex” and “Celotex,’” under the circumstances of this case, 
confusingly similar when applied to wall board? We think they 
are. 

In B. F. Goodrich Co. v. Clive E. Hockmeyer et al., 17 C. C. 

A. (Patents) 1068, 40 F. (2d) 99 [20 T.-M. Rep. 205], the 
court, in an opinion by Hatfield, J., said: 

It is argued by counsel for appellee that the word “Zip” is a common 
English word and that appellant has no right to the exclusive use of it as 
a trade-mark. The answer to this argument is that appellant’s trade-mark 
is “Zipper,” not “Zip.” Nor is appellant entitled to the exclusive use of 
every trade-mark formed by the use of the word “Zip.” But surely, if the 
statute providing for the registration of trade-marks is not to be a weapon 
for the perpetration of fraud and deceit, registrants of trade-marks are 
entitled to some measure of protection from those who designedly or other- 
wise closely simulate such marks and, due to confusion in the mind of the 
public, trade on the popularity and goodwill of the registrant. 

This court in Apex Electrical Mfg. Co. v. Landers, Frary & 
Clark, 17 C. C. P. A. (Patents) 1184, 41 F (2d) 99, 100 [20 
T.-M. Rep. 821] said: 

‘i. considering whether a trade-name will be confusing or not, 
consideration should be given to the whole word. 

In support of our position that appellee is not entitled to reg- 
ister its mark, notwithstanding the fact that the suffix which is 
common to both marks and which would produce the probability of 
confusion, was used by others before either of the parties at bar 
used it, the following authorities are cited: Celanese Corporation 
of America v. Vanity Fair Silk Mills, 18 C. C. P. A. (Patents) —, 
47 F. (2d) 870 [21 T.-M. Rep. 151]; Sharp & Dohme v. Parke, 
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Davis & Co., 17 C. C. P. A. (Patents) 842, 87 F (2d) 960 [20 
T.-M. Rep. 79]; American Fruit Growers, Inc. v. Michigan Fruit 
Growers, Inc., 17 C. C. P. A. (Patents) 906, 38 F. (2d) 696 [20 
T.-M. Rep. 185]; Decker § Cohn, Inc. v. Liebovitz §& Sons, Inc., 
18 C. C. P. A. (Patents) —, 46 F. (2d) 179 [21 T.-M. Rep. 33]. 

In Celanese Corporation of America v. Vanity Fair Silk Mills, 
supra, this court, while considering the trade-marks “Celanese” 
and “‘Silkanese,” used language which, we think, is particularly 
applicable here. There we said: 


. . . . It is true that the marks are not identical and that they differ 
to some extent both in sound and appearance. However, the public should 
not be required to analyze trade-marks with scrupulous care nor should 
it be compelled to resort to a study of etymology in order to avoid con- 
fusion and mistake. 


The decision of the Commissioner of Patents is reversed. 


Trustees For ArcH PreEsERVER SHOE PaTENTs V. JAMES 
McCreery & Company 


United States Court of Customs and Patent Appeals 
Patent Appeal No. 2739 


June 1, 1931 


Trape-Marxs—Opposition—Wuo May Oprose—Errect or Disciaimer. 

The fact that opposer in a prior registration of the words “Arch 
Preserver” disclaimed the word “Preserver” did not deprive him of 
the right to oppose the registration of a mark consisting of the words 
“Foot Preserver,” inasmuch as any one may oppose registration by 
showing that he would be damaged thereby. 

Trape-Marxs—Opposition—“Arcu Preserver” ann “Foor Prestrver”— 

Conriictinc Marks. 

The words “Foot Preserver,” used as a trade-mark on boots and 
shoes of leather, canvas or fabric, or combinations thereof, held to be 
confusingly similar to a mark consisting of the words “Arch Pre- 
server,” used on similar goods. 


On appeal from a decision of the Commissioner of Patents 
sustaining a trade-mark opposition. Affirmed. For the Commis- 
sioner’s decision, see 20 T.-M. Rep. 162. 
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Charles R. Allen, of Washington, D. C., for appellant. 
Jas. McKinley Rose, of New York City, for appellee. 


Garrett, J.: This is an appeal from a decision of the Com- 
missioner of Patents in a trade-mark registration opposition pro- 
ceeding. 

On September 20, 1927, appellee, James McCreery & Com- 
pany, filed an application in the United States Patent Office for 
registration, under the Trade-Mark Registration Act of February 
20, 1905, of the words “Foot Preserver” for use as a trade-mark 
on “boots and shoes of leather, canvas or fabric, or combinations 
thereof.” 

The proposed mark having been passed to publication and 
published in the Official Gazette, appellant, Trustees for Arch Pre- 
server Shoe Patents, gave notice of intention to oppose the regis- 
tration, stating: 

The grounds for opposition are as follows: 

That the mark for which application for registration is made, so closely 
resembles the trade-marks filed, and registered, in the United States Patent 
Office enumerated below: 

Charles H. Brown, Trade-Mark Appin. 

Ser. No. 216,014, Filed June 19, 1925; 

Berenice Brown, Trade-Mark Reg. 
No. 113,556, Reg. October 24, 1916; 

Berenice Brown, Trade-Mark Reg. 
No. 161,351, Reg. November 7, 1922; 

Berenice Brown, Trade-Mark Reg. 

No. 161,352, Reg. November 7, 1922; 

The above trade-marks have been acquired by the present opponent 
as of record. The resemblance is so close as to produce confusion in the 
minds of the people, which would operate to the detriment of your oppo- 
nent. 

The words of the marks relied upon by appellant are “Arch 
Preserver,” applied also to boots and shoes. The two last regis- 
trations of appellant were under the Act of 1920 and concededly 
may not, as registrations, be relied upon as a basis for opposition 
in this case. 

Proof was taken by appellant. On behalf of appellee a stipu- 
lation as to certain facts was filed. 

The Examiner of Interferences rendered a decision in which 


he dismissed the notice of opposition for reasons hereinafter set 
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forth and discussed, but held, independently of the opposition, that 
appellee had no right to register the mark because it was deemed 
to be merely descriptive. Appellee thereupon petitioned for a 
rehearing, which was granted with the statement that same “‘is es- 
sentially ex parte in its nature.” 

The decision upon the rehearing reaffirmed the former hold- 
ing as to the descriptive character of appellee’s proposed mark— 
“Foot Preserver,’ and again denied the registration. 

Both parties thereupon appealed to the Commissioner of 
Patents and the Commissioner rendered the decision here appealed 
from, in which he reversed both holdings of the Examiner of Inter- 
ferences and held that appellant-opposer was entitled to make the 
opposition, but that the mark was not descriptive, citing upon the 
latter point, In re The Irving Drew Co., 54 App. D. C. 310, 297 
Fed. 889 [14 T.-M. Rep. 225]; and further held that appellee was 
entitled to the registration, notwithstanding the opposition. 

The appeal to this court was then taken. 

In the course of the decision, the Commissioner says: 

: . the applicant calls attention to more than one hundred regis- 
trations by others of trade-marks of like import and which consist of 
the word “arch” or the word “foot” combined with some qualifying word, 
such as Saver, D-Fend-R, Protector, Gard, Ease, and Eazer, which form 
a part of the marks “Arch Saver,” “Foot Saver,” “Arch-D-Fend-R,” “Arch 
Protector,” “Foot Protector,” “Arch Ease,’ “Foot Eazer,” and “Foot 
Gard,” respectively. (See trade-marks listed in applicant’s schedules A. 
and B.) Many of these trade-marks were registered before either of the 
parties to this proceeding entered the field. In view of the many trade- 
marks which have been registered comprising like combinations of words 
with like suggestive meanings, it is evident that neither of the parties to 
this proceeding is entitled to such broad protection of its mark as to ex- 
elude from registration the mark of the other party. The status of the 
existing marks is such that the public must exercise unusual care in dis- 
criminating between them in its endeavor to ascertain the source of owner- 
ship of the goods to which the respective marks are appropriated. 

The rule which has been applied by us in quite a number of 
decisions rendered since the date of the decisions of the Commis- 
sioner in the instant case, is at variance with his foregoing reason- 
ing. 

In American Fruit Growers, Inc. v. Michigan Fruit Growers, 
Inc., 17 C. C. P. A. (Patents) 906, 38 F. (2d) 696 [20 T.-M. Rep. 
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135], this court, speaking through Judge Hatfield, after reviewing 
a number of decisions of other courts, stated the rule which we 
think applicable. It is given in the first syllabus as follows: 


In an opposition proceeding, where the goods of the parties possess 
the same descriptive properties, applicant’s right to registration depends 
upon whether his mark will conflict with one previously adopted and used 
by opposer, and in the determination of this question prior registrations 
by others are not to be considered. 

This doctrine we have reiterated and followed in numerous 
decisions. Sharp §& Dohme v. Parke, Davis & Co., 17 C. C. P. A. 
(Patents) 842, 87 F. (2d) 960 [20 T.-M. Rep. 79]; California 
Packing Corporation v. Tillman & Bendel, Inc., 17 C. C. P. A. 
(Patents) 1048, 40 F. (2d) 108 [20 T.-M. Rep. 238] ; Standard Oil 
Co. v. Epley, 17 C. C. P. A. (Patents) 1224, 40 F. (2d) 997; Mac- 
Eachen v. Tar Products Corporation, 17 C. C. P. A. (Patents) 
1264, 41 F (2d) 295 [20 T.-M. Rep. 464]. 

We believe this rule embodies the correct principle of law 
to be applied relative to the right of registration, which is purely 
statutory. 

We are not unmindful of the fact that, in proceedings in courts 
of equity relating to unfair competition and trade-mark infringe- 
ment cases, the courts take cognizance of the situations created 
by numerous uses of resembling marks on similar characters of 
merchandise and, in adjusting the equities, give consideration to 
such situations. But registration is controlled solely by the statute. 
Section 5 of the Trade-Mark Registration Act of February 20, 
1905, provides that marks: 


. which so nearly resemble registered or known trade-mark 
owned and in use by another and appropriated to merchandise of the same 
descriptive properties as to be likely to cause confusion or mistake in the 
mind of the public or to deceive purchasers shall not be registered. 

The fact that a proposed mark may simulate many marks does 
not lessen its resemblance to any one of these many, and, if it be 
similar to another, in the sense of the law, the fact that it is also 
similar to several does not render it registrable. One purpose 
of the trade-mark registration law being to aid legitimate interstate 
and foreign commerce, it seems to us that, both in letter and spirit, 
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it requires a construction which will, to the fullest extent possible, 
prevent confusion, not add thereto. If by inadvertence, or acting 
under a mistaken construction of the statute, improper registrations 
have heretofore been granted, such errors are not remedied by 
supplementing them with still another error, and a mistake of 
yesterday should not constitute a precedent for the law of today 
and tomorrow. 

There is presented in the instant case an issue which has not 
heretofore been before this court in an opposition proceeding. 
Appellee denies the right of appellant to appear as an opposer to 
appellee’s registration upon the ground that appellant is not the 
owner of and is not entitled to the exclusive use of the words “Arch 
Preserver,” by reason of the fact, particularly, that in appellant’s 
registration certificate of October 24, 1916, there was a disclaimer 
of the words “Arch Preserver,” the language of the certificate 
being, “no claim being made to the words ‘Arch Preserver,’ apart 
from the mark shown in the drawing.” 

The holding by the Examiner of Interferences upon this point 
was, in effect, that inasmuch as “the notice of opposition shows 
that damage is predicated on the ‘nature of the mark’. . . . reg- 
istration shall be refused only on the grounds specified in section 
5” of the Trade-Mark Registration Act; that the only statutory 
ground for refusing registration, applicable under the notice, is 
the “‘confusion-in-trade” clause of said section, and that in order 
to prevent the registration of “Foot Preserver” on account of “Arch 
Preserver,’ it must appear that the latter is a mark meeting the 
statutory requirement of being “owned and used by another.” 

He further held that, by reason of the disclaimer in appel- 
lant’s registration above referred to, it was not the owner of “Arch 
Preserver” and, having no exclusive trade-mark rights in the words, 
is not in a position in this case to claim damage. 

It appears from the record that appellant, or one Chas. H. 
Brown, who subsequently assigned the mark to appellant, did, on 
March 6, 1928, cause a mark containing the words “Arch Pre- 
server’ to be registered in the Patent Office without any disclaimer 
of the words, this registration, apparently, being based on an 
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application filed June 19, 1925, and referred to in the notice of 
opposition as Application Ser. No. 216,014. The number of the 
registration itself is 239,510. This registration was under the Act 
of February 20, 1905. 

It is the contention of appellee that appellant may not rely 
upon the registration last noted (No. 239,510) to establish owner- 
ship of the words “Arch Preserver,” because of its disclaimer in 
the original registration of October 24, 1916 (No. 118,556). 

In support of this contention appellee cites Holzapfel’s Co. v. 
Rahtjen’s Co., 183 U. S. 1, 12 (22 S. Ct. R. 6); Beckwith v. Com- 
missioner of Patents, 252 U. S. 588, 545 [10 T.-M. Rep. 255]; 
L. P. Larson, Jr., Co. v. Lamont, Corliss & Co., 257 Fed. 270, 272 
[9 T.-M. Rep. 827]; and Warner-Patterson Co. v. Malcomb, 17 
C. C. P. A. (Patents) 984, 39 F (2d) 274 [20 T.-M. Rep. 187]. 
This contention is not seriously contested by appellant. We think 
it is correct. 

The Warner-Patterson case, supra, was an interference pro- 
ceeding and we there held, following the rule stated by the Supreme 
Court of the United States in the Beckwith case, supra, that an 
applicant having once disclaimed a part of a mark in a registration 
application filed by him could not thereafter set up any exclusive 
right to the part so disclaimed. In that case we reversed the de- 
cision of the Commissioner of Patents and expressed our disagree- 
ment with a former decision of his, therein cited, viz., Standard 
Water System Co. v. Tripure Water Systems Co., 124 Ms. Dec. 
42 [7 T.-M. Rep. 605], in so far as he held that a “disclaimer 
may not be urged by subsequent users of the mark disclaimed, as 
an estoppel.” 

The Standard Water System Co. case, as decided by the Com- 
missioner, is cited by him in his decision of the instant case. 

Under the rule stated in the Warner-Patterson case, supra, 
it must, therefore, be held that appellant has not, by its 1925 regis- 
tration, acquired any rights to oppose which it did not possess 
under its registration of October 24, 1916. 

However, it must be borne in mind that the Warner-Patterson 
case was an interference proceeding, whereas the instant case is 
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one of opposition, and the law is well settled that the right to op- 
pose a registration is not limited by the statute to one who possesses 
a registered mark. Section 6 of the Trade-Mark Registration Act 
of February 20, 1905, provides that: 

Any person who believes he would be damaged by the registration of 
a mark may oppose the same. . . . (Italics ours.) 

In Rose Nerenstone Bookman, etc. v. The Oakland Chemical 
Co., 17 C. C. P. A. (Patents) 1213, 40 F. (2d) 1006 [20 T.-M. 
Rep. 261], following California Cyanide Co. v. American Cyanamid 
Co., 17 C. C. P. A. (Patents) 1146, 40 F (2d) 1013 [20 T.-M. Rep. 
266], we held, as stated in the syllabus of the last-mentioned case: 

It is not necessary that one claiming the use of a mark shall have that 
mark registered in order to oppose registration of another mark alleged 
to be unregistrable under the statute. 

See also California Cyanide Co. v. American Cyanamid Co., 
supra, and Model Brassiere Co., Inc. v. Bromley-Shepard Co., Inc., 
18 C. C. P. A. (Patents) — F. (2d) —. 

We, therefore, agree with the Commissioner that appellant in 
the instant case, by reason of the use shown of “Arch Preserver” 
and without reference to whether “Arch Preserver” is or is not 
descriptive as used, has the right to oppose the registration sought, 
notwithstanding its disclaimer in the certificate of October 24, 1916. 

The question then is, whether there is such a resemblance be- 
tween “Arch Preserver” and “Foot Preserver” as that confusion 
would likely result from their application to boots and shoes. 

We are not in agreement with appellant’s contention that the 
dominant feature of the mark used by it is the disclaimed word 
“Preserver,’ or that the mark should be construed largely by that 
commonly used English word. The issue must be treated by con- 
sidering the words “Arch” and “Foot,” taken in connection with 
““Preserver.” 

When applied to footwear we cannot escape the conviction 
that confusion would likely result. ‘Arch’ when so applied car- 
ries with it a direct suggestion relating to a portion of the human 
foot. Foot is a term which embraces the arch. It is possible that 
there are terms relating to other parts of the foot which might not 
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; be confusing with “Arch,” but if the positions of the respective 
} parties hereto were reversed, and one were seeking to register “Arch 
« Preserver” over the opposition of a prior user of “Foot Preserver,”’ 
4 we apprehend the registration would be denied upon the issue of 


confusion. 

The evidence introduced by appellant in the effort to show 

actual confusion is not strongly impressive. In a proceeding in 
equity involving an issue of unfair competition inter partes, prob- 
ably most of it, as presented, would be held inadmissible. Gener- 
ally speaking, we think the usual rules relating to admissibility 
of evidence should be applied in these statutory proceedings. Where 
proofs are attempted they should be made with regard to these 
rules. But a definite ruling here upon the testimony objected to, 
at the time of its taking, by counsel for appellee, is not necessary— 
indeed not proper, since there is no specific assignment of error 
: upon that feature. 
: There is some evidence indicating actual confusion on the part 
of a newspaper in the preparation and issuance of advertising mat- 
ter, when, intending to advertise ““Foot Preserver’’ shoes, it caused 
the advertisement to be inserted for “Arch Preserver’ shoes, and 
then, in subsequently attempting to correct the error, made the 
advertisement read simply “Preserver’’ shoes. 

Independent of the testimony, however, we have the words 
themselves before us to be considered in the light of the statute 
and of numerous decisions of this and other courts. 

The first paragraph of section 5 of the Trade-Mark Registra- 
tion Act reads, in part: 


That no mark by which the goods of the owners of the mark may be 
distinguished from other goods of the same class shall be refused registra- 
tion as a trade-mark on account of the nature of such mark. 

It is required, therefore, that a mark to be registrable shall 
have the quality of distinguishing the goods upon which it is ap- 
plied by its owner from other goods of the same class. Obviously, 
“Foot Preserver,” on account of its resemblance to “Arch Pre- 
server,” will not serve to distinguish the goods labelled “Foot Pre- 
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server’ from those labelled “Arch Preserver,”’ and is not, there- 
fore, a mark, registration of which is proper under the statute. 

We think the registration sought must be denied upon the 
ground of likelihood of confusion. This being our view, it is not 
necessary to discuss the question of descriptiveness. 

For the reasons stated, the decision of the Commissioner is 
reversed and the registration denied. 

The costs incident to records furnished in response to praecipe 
of appellee are adjudged against appellee. 


Mopet Brassiere Co., INc. v. Bromiey-SuHeparp Co., INc. 


United States Court of Customs and Patent Appeals 


Cancellation No. 1720 
April 29, 1931 


Trapve-MarKks—CaANCELLATION—“ENSEMBLE” FoR Lapres’ UNpeRwEaR— 
DescariptivE Term. 
The word “Ensemble” as a trade-mark for combination under- 


garments for ladies consisting of a brassiere, chemise and step-in, 
held to be descriptive. 


Trape-MarKks—CaNcELLATION—WHOoO May Appty. 

In order to apply for a cancellation of a registered trade-mark, 
if such mark consists of a descriptive word, it is not necessary that 
the petitioner should be making a trade-mark use of the word as filed; 
it is only necessary that he prove that he has been damaged by the 
registration thereof. 

Appeal from a decision of the Commissioner of Patents sus- 
taining appellee’s application for the cancellation of a trade-mark. 


Affirmed. For the Commissioner’s decision, see 19 T.-M. Rep. 430. 


Conway P. Coe, of Washington, D. C., and Louis Alexander, 
of New York City, for appellant. 

George P. Kimmell and Samuel Bogard, both of Washington, 
D. C., for appellee. 


Buanp, J.: This is an appeal in a trade-mark cancellation pro- 
ceeding from the decision of the Commissioner of Patents affirming 
the decision of the Examiner of Interferences sustaining appellee’s 
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application for the cancellation of the registration of appellant’s 
trade-mark “Ensemble” for use on “garter-brassiéres.”’ 

Appellant’s trade-mark, No. 197,197, was registered April 14, 
1925, on an application filed December 26, 1924. 

In its petition for cancellation, appellee alleged that it was 
engaged in the manufacture and sale of ladies’ “undergarments and 
garments” which “might be designated as garter-brassieres”; that 
in the year 1924, it adopted and began the use of the word “En- 
semble,” not as a trade-mark, but as a term descriptive of a certain 
type or style of combination undergarment for ladies, comprising 
what “might be termed as a brassiere, chemise, and step-in’” ; that it 
has continuously used said name on, and in advertising, its goods 
from the year 1924 to the present time; that the term “Ensemble” 
is descriptive; that immediately after appellant had registered the 
word “Ensemble” as its trade-mark, it challenged the right of 
appellee to use that term to describe its combination garment; that, 
on or about October 6, 1926, appellant filed a suit against appellee 
in the United States District Court, Southern District, New York, 
and alleged in its bill of complaint that appellee was guilty of 
trade-mark infringement by reason of its use of the word “En- 
semble”; that, on December 7, 1926, appellee’s motion to dismiss 
the bill of complaint was denied by the court; that on February 
18, 1927, the court granted appellee’s motion for the filing of a 
bill of particulars by appellant as to the charge of unfair compe- 
tition; that counsel for appellant, although frequently requested 
to do so, never filed a bill of particulars; but, on October 7, 1927, 
dismissed the bill of complaint without prejudice; and that ap- 
pellee deemed itself injured by the registration of the word “En- 
semble” to appellant. 

In its answer, appellant admitted that it had requested ap- 
pellee to discontinue using the involved trade-mark in connection 
with merchandise like that covered by appellant’s registration; 
that appellant filed suit against appellee on or about October 6, 
1926; that appellee filed a motion to dismiss the suit; that said 
motion was heard on December 7, 1926, and denied by the court; 
and that the bill of complaint was withdrawn without prejudice and 
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without cost to either party, in accordance with a stipulation en- 
tered into by counsel for the parties and filed in the District Court 
on October 24, 1927. All other allegations contained in appellee’s 
application were denied by appellant. It was alleged in the answer 
that, at the request of appellant, appellee agreed to discontinue 
the use of the word “Ensemble” on goods similar to those covered 
by appellant’s registration; and that, when appellee subsequently 
made some further use of the word “Ensemble” in violation of its 
agreement, appellee apologized to appellant and claimed that such 
use was inadvertent and would not be repeated. 

Appellant submitted no testimony. 

The only testimony submitted by appellee is that of its counsel 
of record, George P. Kimmel, who testified that he was attorney 
for appellee, and that the word “Ensemble” was commonly used 
by merchants and others to describe combination garments prior 
to, and since, appellant first used “Ensemble” as a trade-mark. 
Thereupon, the witness identified and introduced in evidence copies 
of a newspaper, The Evening Star, Washington, D. C., dated, re- 
spectively, September 14, 16, 17, 20, 22, 28, and 26, October 7, 
10, 18, 14, 17, 18, and 26, and November 4, 6, 7, 18, and 18, 1924, 
eight copies of Vogue magazine published during various months of 
the year 1924, and a copy of The Corset and Underwear Review, 
dated January, 1925, in each of which appeared an advertisement 
by others showing the use of the word “Ensemble” to describe 
various ladies’ garments. The witness then testified as follows: 


Q. 9. What name has Petitioner used on any of its garments? 
A. Snuggleband-Ensemble. 


a a * * 
Q. 10. Have you a specimen of Petitioner’s garment? 
A. I have and hand you a specimen of the same the label which was 
on the same having been removed by me. 

Thereupon, the garment identified by the witness was offered 
in evidence as appellee’s Exhibit No. 7. 

The witness then testified in detail regarding the suit filed 
by appellant against appellee in the District Court, Southern Dis- 
trict, New York, which, in a general way, substantiated the alle- 
gations in regard thereto contained in appellee’s petition for can- 
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cellation. Certain correspondence between counsel for the parties, 
relating to the suit in the district court, together with certain affi- 
davits filed in that case with appellee’s motion to dismiss, were 
offered in evidence. The witness then testified as follows: 


Q. 12. Are there any other statements you wish to make in connec- 
tion with this case and if so, please make them. 


A. I find among my papers a folder published by Bromley-Shepard 
Company, Inc., which on the fifth page shows the manner of use for ad- 
vertising of the word “Ensemble” by Petitioner. Also a clipping from 
The Corset and Underwear Review on which the date does not appear, 
but which shows the same thing as shown in the folder. 


The documents referred to in the answer of the witness were 
introduced in evidence as appellee’s Exhibits Nos. 9 and 10. 
Neither of these exhibits shows the date of its publication or use. 

Counsel for appellant objected to all of the testimony of the 
witness on the ground that it was hearsay, and that the witness had 
not shown any knowledge of the facts to which he directed his tes- 
timony. Objection was also made to each of the exhibits intro- 
duced in evidence. 

Upon this record, the Examiner of Interferences sustained the 
petition for cancellation. 

Upon appeal, the Commissioner, after referring to the alle- 
gations contained in appellee’s petition for cancellation, said: 


This is clearly such a statement of facts from which, if true, it may 
reasonably be inferred that the petitioner will be damaged unless the mark 
is cancelled. 

The petitioner having established legal standing in the cancellation 


proceeding it may properly challenge the validity of the registrant’s reg- 
istration. 


He held that, as applied to garter-brassieres, the word “En- 
semble” was descriptive; that it had been used by others in con- 
nection with ladies’ garments before its adoption and use by ap- 
pellant; and that appellant was not entitled to the exclusive use 
of the word as a trade-mark, and, accordingly, affirmed the decision 
of the Examiner of Interferences. 

In his decision, the Commissioner cited the case of Andrews 
Radio Co. v. Timmons Radio Products Corp., 345 O. G. 798, 1926 
C. D. 39 [16 T.-M. Rep. 185], as authority for the proposition 
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that one who seeks cancellation of a registration of a descriptive 
mark need not establish that he was using it at the time his appli- 
cation was filed; but that, on the contrary, it is sufficient that he 
“shall have used said mark in describing the article which he manu- 
factures or owns.” 

Section 13 of the Trade-Mark Act of 1905, under authority 
of which appellee filed its petition for cancellation, reads, in part, 
as follows: 

That whenever any person shall deem himself injured by the registra- 
tion of a trade-mark in the Patent Office he may at any time apply to the 
Commissioner of Patents to cancel the registration thereof. The Commis- 
sioner shall refer such application to the Examiner in charge of inter- 
ferences, who is empowered to hear and determine this question, and who 
shall give notice thereof to the registrant. If it appear, after a hearing 
before the Examiner, that the registrant was not entitled to the use of 
the mark at the date of his application for registration thereof, or that 
the mark is not used by the registrant, or has been abandoned, and the 
Examiner shall so decide, the Commissioner shall cancel the registration. 

. . . (Italics ours.) 

In this court appellant makes two contentions: 

First, that the Commissioner erred in holding that the mark 
“Ensemble” is descriptive of the goods specified in the registration ; 
that the registered mark is prima facie valid and that the record 
fails to show that it is invalid by reason of being descriptive. 

Second, that the petitioner “has failed to establish by proper 
evidence that it was using at the time of the filing of the petition 
for cancellation, the word “Ensemble,” either descriptively or 
otherwise for garter brassieres, the goods covered by the registra- 
tion sought to be cancelled or for merchandise of the same descrip- 
tive properties.” (Italics ours.) 

We agree with the decision of the Commissioner that the word 
“Ensemble,” as applied to the merchandise of both parties, is de- 
scriptive and is, therefore, not subject to the exclusive ownership 
and use by anyone, and that the same should not have been regis- 
tered. 

“Ensemble” is defined in Webster’s New International Dic- 
tionary (1925) as follows: “The whole; all the parts taken to- 
gether; . 44 
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The word “Ensemble” clearly describes and is applicable to 
ladies’ underwear which both parties hereto manufacture and sell. 
The goods are referred to by the Commissioner as ‘“‘a combination 
undergarment for ladies, comprising what might be termed a bras- 
siere, chemise and step-in.” 

Section 5 of the trade-mark act provides that no mark which 
consists merely in words or devices which are descriptive of the 
goods with which they are used, or of the character or quality of 
such goods shall be registered. The Supreme Court of the United 
States in the “Ruberoid’’ case, Standard Paint Co. v. Trinidad 
Asphalt Mfg. Co., 220 U. S. 446, 453 [1 T.-M. Rep. 10; 31 S. Ct. 
R. 456], has declared the settled rule to be that: 

. . . No one can appropriate as a trade-mark a generic name or one 
descriptive of an article of trade, its qualities, ingredients or character- 


istics, or any sign, word or symbol, which from the nature of the fact it is 
used to signify others may employ with equal truth. 


The statute provides a procedure for cancellation of an of- 
fending mark of this character and the sole question remaining 
for decision is to determine whether or not appellant is right in 
its second contention that the petitioner has not proven sufficient 
facts to show that it is a proper party in interest, and that it will 
be injured by the registration of the mark. 

It is clear to us that there is a distinction between the proof 
required to show the statutory authority to petition for cancella- 
tion and the injury or damage which would be resultant from an 
invalid registration in a case where the petitioner claimed to be 
the owner of a valid trade-mark, and a case where he disputed the 
right of ownership in anyone. In the former it is clear that he 
should show such facts as would show his ownership and use at 
the time the petition was filed. In that case it would be important 
for him to allege and prove that he was making a trade-mark use 
of the mark at the time of filing the petition, since, if he was not 
using it at that time, it would be possible that he had abandoned 
its use altogether. 

In respect to this issue, we think it is sufficient, in this kind 
of case, for the petitioner to allege and show facts sufficient to 
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establish the injury and his statutory right to file the petition. To 
do this, in our judgment, he is not required to show that he, on the 
date of filing the petition, was actually using the descriptive term 
on or in connection with his goods, as he would be required to do 
if he claimed ownership in a valid mark. 

Appellant’s fifth paragraph of his answer admits and con- 
cedes appellee’s use of the term “Ensemble,” and reads as follows: 

5. Further answering the petition for cancellation registrant alleges 
as an affirmative defense that petitioner for cancellation upon registrant’s 
request agreed to discontinue using the word “Ensemble” in violation of 
registrant’s trade-mark rights evidenced by the certificate of registration 
herein sought to be cancelled, and that petitioner, when it subsequently 
made some further use of the word “Ensemble” in violation of registrant’s 


said rights apologized to registrant claiming that said use was inadver- 
tent and would not be repeated. 


Furthermore, it states that appellee continued to use the word 
“Ensemble,” although it apologized to appellant for doing so and 
promised that it would not be repeated. Appellant sued appellee 
for using the word in connection with its goods, and the record 
shows that appellant was insistent that appellee desist from the 
use of the same. It now bases its grounds of defense upon the fact 
that appellee was not using the word at the time it filed the peti- 
tion. Although no definite dates were given, the testimony is posi- 
tive that the petitioner used the term “Ensemble” on its goods. 

We think the record sufficiently shows that appellee was a 
proper party in interest to file a petition, and that its allegation 
and proof show the injury contemplated by the statute. 

According to the contention of appellant, in order for appellee 
to be in a position to cancel the illegally registered mark (which, 
of course, appellant contends is valid), it was necessary for the 
appellee to show that it had braved all the dangers of infringe- 
ment suits and was using the mark at the time it filed the petition. 

This contention is entirely plausible, if applied to a valid mark, 
the ownership and use of which is in question, but, since we con- 
clude, as the Commissioner concluded, that the mark is descriptive 
within the meaning of the statute, appellant’s contention that it 
must be shown that appellee used the descriptive mark on the day 
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it filed its petition is wholly untenable. Words merely descriptive 
of goods to be sold, not being subject to exclusive appropriation 
and ownership, do not have to be used in a trade-mark manner in 
connection with goods in interstate commerce in order to entitle 
anyone to their use, and one who desires to use the same obviously 
does not have to assert ownership or facts from which ownership 
may be determined. 

As long as the word “Ensemble” is a registered trade-mark, 
it is a threat, not only against the party who manufactures and 
sells merchandise like that of the parties to this suit, but to all 
who buy of them for the purpose of resale. Its continuance as a 
registered trade-mark, which mark appellant urges is prima facie 
legal, thus has the tendency to interfere with and hamper the com- 
merce of the country and the clearly defined rights of tradesmen. 
See Electro Steel Co. v. Lindenberg Steel Co., 43 App. D. C. 270 
[5 T.-M. Rep. 295]. 

That appellee was not required to show use on the date the 
petition was filed, and that the record shows injury to appellee, 
and its right to petition is supported by Andrews Radio Co. v. 
Timmons Radio Products Corp., supra; Elishewitz v. Leyser Green 
Co., 47 App. D. C. 193 [8 T.-M. Rep. 34]; Hydraulic Press Brick 
Co. v. Hocking Valley Products Co., 120 Ms. Dec. 196 [7 T.-M. 
Rep. 155]; Electro Steel Co. v. Lindenberg Steel Co., supra. 
While we are of the opinion that the petitioner was not required 
to show that he used the term on the date the petition was filed, 
he is, of course, required to show a statement of facts from which 
it may be found that he was being injured at that time. He would 
have no right to complain about the registration of the offending 
mark if, at the time he filed his petition, he was not being injured 
by it. Elishewitz v. Leyser Green Co., supra. 

In the Andrews Radio Co. case, supra, it was held that it was 
sufficient for the appellant to show that he had used the mark in 
describing the article. 

In the Elishewitz case, supra, the Court of Appeals of the 
District of Columbia, in an opinion by Mr. Justice Robb, sustained 
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the action of the Commissioner in cancelling the registration of the 
mark and said: 


. The petitioner for cancellation shows injury by the registration, 


though injury will be presumed to follow the improper registration of any 
descriptive word. 


In Hydraulic Press Brick Co. v. Hocking Valley Products Co., 


supra, the Commissioner, in cancelling the descriptive trade-mark 
“Rug” for bricks, held: 


Use by the petitioner in a descriptive sense is sufficient. It is 
enough that the petitioner may be injured by the claim of exclusive right 
and in fact the injury is sufficiently established in this instance, the peti- 


tioner having been sued in the supreme court of the District of Columbia 
for infringement. 


The case most analogous to the case at bar is Electro Steel Co. 
v. Lindenberg Steel Co., supra, which affirmed the action of the 
Commissioner in cancelling the descriptive trade-mark “Electro” 
as applied to steel. The court, in a very well considered opinion 


by Mr. Justice Shepard, held the word “Electro” to be descriptive 
and said: 


. . . Should registrants be permitted to retain their registration 
they “would be in a position to prevent others from applying said mark 
to steel manufactured in the electric furnace and would be in a position 
to institute expensive and troublesome litigation basing their suits upon 
said registration and attacking both the petitioner's purchasing trade as 
well as the purchasing public in general, and they would be in a position 
to threaten and intimidate the purchasing public. In this way the business 
of petitioner would be seriously and permanently damaged; its sales of 
“Electro” steel would necessarily fall off, and the purchasing public would 
be at a loss how to identify or designate the steel manufactured in the 
electric furnace, without circumlocution, if they wished to purchase such 
steel from other than registrants and the trade and business of petitioner 
would be seriously injured were the registrants to be allowed to retain 
their registration of the word “Electro.” (Italics ours.) 


The court further said: 


fig . It is contended that the petitioner fails to show that it has 
ever affixed on its goods the word “Electro” as a trade-mark or as a de- 
scription of the goods, and has had consequently no such use of the word 
as would give it standing in this proceeding. 

It is quite true that to have a right to cancel or oppose the registra- 
tion of a trade-mark is dependent upon a showing of interest. (MclIl- 
henny Sons Co. v. New Iberia Tabasco Pepper Co., 30 App. D. C. 337, 339; 
133 O. G. 995; 1908 C. D. 325.) 


inn sr 


1h aa PR A 6 lA MIDE SF os AT AE 





a 


Besa aa RNR IR Pe Be, 
































ee ne 


1 ae Baie 


as es pelea baited taiiatien Aik Se Yan 


SE ta See 


MODEL BRASSIERE CO. V. BROMLEY-SHEPARD CO. 391 


It is not essential in all cases however, that there should have been 
a strictly trade-mark use of the words by complainant. Injury to its busi- 
ness might be otherwise shown. (Natural Food Co. v. Williams, 30 App. 
D. C. 348, 350; 183 O. G. 232; 1908 C. D. 320.) 

Appellant in support of its contention that the petitioner 
should show that it used the term at the time of filing the petition 
relies upon McIlhenny Sons Co. v. New Iberia Tabasco Pepper Co., 
30 App. D. C. 337, which it styles “the leading case.” We have 
no quarrel with the holding in the Mcllhenny case. In that case 
we find the following, which is quoted in appellant’s brief: 


The right of the petitioner to intervene was dependent upon a show- 
ing of interest. The statute does not contemplate that any one may petition 
the Commissioner to cancel a trade-mark regularly registered, but it does 
provide that any one who “shall deem himself injured” may do so. The 
petition, therefore, must contain a statement of fact on this jurisdictional 
question sufficiently full to show that the petitioner has been injured by 
the registry of the mark he seeks to have cancelled, and this fact must be 
left to conjecture, but must affirmatively appear. . . . 

The petition of the appellee does not contain an averment that it had 
used the word “Tabasco” as a trade-mark for pepper-sauce. The aver- 
ment that it had used the word as a trade-mark is not sufficient for the 
obvious reason that unless the word had been used in the same business 
as that in which it was used by appellant, no injury contemplated by the 
statute would have resulted, and no right to intervene would have followed. 


In the MeclIlhenny case, supra, appellant was complaining 
about being damaged in the use of its trade-mark “Tabasco.” It 
claimed to have used the word “Tabasco” as a trade-mark. There- 
fore, since the petitioner in that case claimed a trade-mark right, 
it was important to show facts to sustain such a right. 

The Commissioner’s decision in this case has fully distin- 
guished between the proof required in a case where the petitioner 
claims a trade-mark right, and the proof required in a case where 
the trade-mark is descriptive, and the petitioner seeks only to pre- 
serve its right to use same in a descriptive way, and his decision 


is sound. 


The decision of the Commissioner of Patents is affirmed. 


HatFiE.p, J., dissenting: The majority opinion holds that, in 
a case of this character, although it is necessary that injury be 
established as of the date of the filing of the petition for cancella- 
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tion, a petitioner need not establish that, at that time, he was using 
the registered mark, nor one similar thereto, in a trade-mark sense 
or otherwise, nor that he was prevented from so doing by the regis- 
tration of which he complains. If that is so, then a petitioner is 
not required to show legal injury. On the contrary, it is sufficient 
if he allege and prove that he thinks, or possibly imagines, that he 
has been, or may be, injured by the registration of an alleged trade- 
mark. 

The doctrine upon which the court bases its decision is not 
only in defiance of the plain mandates of the statute—section 16 
of the Trade-Mark Act of February 20, 1905, 15 U. S. C. A. sec- 
tion 87, and this is a purely statutory action—but it is contrary 
to established procedure in all legal and equitable actions. It is 
never a matter of mere formality, which a court may waive in its 
discretion, to require a party to a suit, either in law or in equity, 
to establish facts essential to his right to relief. Of course, in a 
case where it is obvious, as in the case at bar, that a registered 
trade-mark is descriptive, the decision can do no harm. However, 
in close cases, and in those where the marks are obviously not 
descriptive, an owner of a registered trade-mark may be harassed 
by petitions for the cancellation of trade-mark registrations. 

In the instant case the petitioner failed to show any legal or 
other interest in the registered trade-mark, but was content to sub- 
mit the case upon the testimony of its attorney of record, who ap- 
parently had but little, if any, knowledge of the issues raised by 
the petition for cancellation. 

I have read the record with care, and, although it is alleged 
in appellee’s petition for cancellation that it had continuously used 
the word “Ensemble” to describe its goods since the year 1924 to 
the date of filing its application, in my opinion, there is absolutely 
no evidence, nor any admission by appellant, to establish that 
appellee was using the registered mark in a descriptive sense or 
otherwise at the time it filed its application. 

It is argued by counsel for appellee, and agreed to by the 
majority of the court, that appellant is estopped to deny that ap- 
pellee was using the registered mark at the time it filed its appli- 
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cation, because of the suit commenced by appellant in the United 
States District Court, on or about October 6, 1926, and withdrawn 
by appellant on October 7, 1927, about three and one-half months 
prior to the filing of appellee’s application for cancellation. 

It is sufficient to say in this connection that appellee’s appli- 
cation for cancellation was filed more than two years after appellant 
filed its bill of complaint in the district court, and that, although 
it may be presumed that appellee was using the mark at the time 
the suit was instituted, there is nothing in the record to show that 
it used the registered mark at any time thereafter. 

Only four of the cases cited in the majority opinion appear 
to have any bearing on the issues in this case. 

In the Andrews Radio Co. case, the Commissioner of Patents 
held that it was sufficient for a petitioner for cancellation of a reg- 
istered descriptive mark to establish that he had used the mark, 
the time of such use apparently being immaterial. 

In the case of Elishewitz v. Leyser Green Company, 47 App. 
D. C. 193 [8 T.-M. Rep. 34], the court affirmed the decision of the 
Commissioner of Patents, holding that the registered trade-mark 
“Leghornette” for use on hats was descriptive. In his decision, 
the Commissioner, among other things, said: 

The petitioner for cancellation shows injury by the registration, though 

injury will be presumed to follow the improper registration of any de- 
scriptive word. 
No authorities were cited in support of the Commissioner’s hold- 
ing, nor was the matter discussed in his opinion. The Court of 
Appeals gave no expression of approval of the quoted language, 
but concurred in the proposition that the registered mark was de- 
scriptive. The question now before us was apparently not con- 
sidered by the Court of Appeals. In any event, it was not dis- 
cussed in the court’s decision. 

In the case of Electro Steel Co. v. Lindenberg Steel Co., 43 
App. D. C. 270 [5 T.-M. Rep. 295], referred to in the majority 
opinion as the “case most analogous to the case at bar,” the Court 
of Appeals held that it was not necessary to establish on the trial 
in a trade-mark cancellation proceeding, involving a descriptive 
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mark, that the petitioner had “ever affized on its goods the word 
‘Electro’ as a trade-mark or as a description of the goods,” and 
that it was “not essential in all cases” that “there should have been 
a strictly trade-mark use of the words by complainant,” but that 
“Injury to its business might be otherwise shown.” (Italics mine.) 
The court cited the case of Natural Food Co. v. Williams, 30 App. 
D. C. 348, in support of its holding. 

The court was obviously right. In such cases it is necessary 
only that the petitioner show that he was using the registered mark 
in a descriptive sense in connection with his goods. It is not neces- 
sary that he show a strictly trade-mark use or that the mark was 
affixed to his goods. 

In the case of McIlhenney’s Son v. New Iberia Extract of 
Tabasco Pepper Company, Limited, 30 App. D. C. 887, the Court 
of Appeals of the District of Columbia held that the right of a 
party to petition for the cancellation of a registered trade-mark 
was dependent upon a showing of interest, and that he must allege 
in his petition, and establish by competent evidence on the trial, 
sufficient facts “on this jurisdictional question” to show that he 
has “been injured by registry of the mark he seeks to have can- 
celled.” It is true that the court there said: “The petition of the 
appellee does not contain an averment that it had used the word 
‘Tabasco’ as a trade-mark for pepper sauce.” (Italics ours.) 

In the case at bar, the Commissioner construed the decision 
in the McIlhenney’s Son case to mean that, if it is alleged in a peti- 
tion for cancellation and established on the trial that the petitioner 
had used the registered mark at any time, the statutory require- 
ments have been complied with, and he is not required to allege 
and establish use of the registered mark at the time of the filing 
of his petition. 

As I understand the decision in that case, the court held that, 
unless a petitioner for cancellation of a registered trade-mark al- 
leged in his petition and established on the trial that he had used 
the registered mark on goods of the same descriptive properties, 
and had an interest in the mark not common to the general public, 
the tribunals of the Patent Office had no authority to cancel the 
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registration. If the decision in that case was sound, and I have 
no doubt that it was, a petitioner for cancellation must, in order 
to show an interest in the registered mark not common to the gen- 
eral public, allege in his petition and establish by competent evi- 
dence on the trial, that he was using the registered mark, or one 
confusingly similar thereto, on, or, under some circumstances, in 
connection with, goods of the same descriptive properties as those 
covered by the registration, at the time of the filing of his petition. 
In no other way could he show an interest in the mark not common 
to the general public or establish that he was “injured” within the 
statutory meaning of that term. 

It is true that this court, in the case of Skookum Packers 
Ass’n v. Pacific Northwest Canning Company, 18 C. C. P. A. 
(Patents) , 45 F. (2d) 912 [21 T.-M. Rep. 50], held, in ac- 
cordance with the decisions of this court in cases therein cited, that, 
in an opposition proceeding, the Patent Office tribunals had au- 
thority to dispose of any question relating to the proposed regis- 
tration that might properly be considered in an ex parte case. 

That decision was based upon the mandates of section 7 of 
the Trade-Mark Act of February 20, 1905, 15 U. S. C. A. 87, 
which provides, in part, that the Commissioner of Patents . 
shall direct the examiner in charge of interferences to determine 
the question of the right of registration of such trade-mark and of 
the sufficiency of objections to registration. . . .”’ (Italics ours.) 





Section 7, however, has no application to cases involving the 
cancellation of registered trade-marks. 
Section 13 of that act reads as follows: 


Sec. 13. That whenever any person shall deem himself injured by 
the registration of a trade-mark in the Patent Office he may at any time 
apply to the Commissioner of Patents to cancel the registration thereof. 
The Commissioner shall refer such application to the examiner in charge 
of interferences, who is empowered to hear and determine this question 
and who shall give notice thereof to the registrant. If it appear after a 
hearing before the examiner that the registrant was not entitled to the use 
of the mark at the date of his application for registration thereof, or that 
the mark is not used by the registrant, or has been abandoned, and the 
examiner shall so decide, the Commissioner shall cancel the registration. 
Appeal may be taken to the Commissioner in person from the decision 
of the examiner of interferences. 
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It will be observed that section 13 provides that, whenever 
a person deems himself injured he may at any time apply to the 
Commissioner to cancel a registered trade-mark; and that the 
Commissioner shall refer the application to the Examiner of Inter- 
ferences “who is empowered to hear and determine this question.” 
(Italics ours.) Obviously, the first question to be decided is the 
question of injury to the petitioner by virtue of the registration of 
a trade-mark. 

Furthermore, section 16 of that act provides “that the regis- 
tration of a trade-mark under the provisions of this act shall be 
prima facie evidence of ownership.” Accordingly, the registration 
of a trade-mark descriptive or otherwise, is prima facie evidence of 
ownership, and, in a proceeding to cancel the registered mark, the 
statutory authority of the Patent Office tribunals is, in my opinion, 
limited to the disposition of issues properly raised inter partes. 

In the case at bar, appellee properly alleged in its petition 
that it was using the registered mark at the time it filed its appli- 
cation. This allegation was denied in appellant’s answer and, as 
no evidence was submitted to substantiate the truth of that allega- 
tion, there was nothing under the law for the Patent Office tribu- 
nals to do but to refuse to cancel the registered mark. 

For the reasons stated, I am of opinion that the decision of 
the Commissioner of Patents should be reversed. 


Lenroot, J., concurs in the above dissent. 


Montgomery Warp & Company, Inc. v. Sears, RoeBuck AND 
ComMPaANy 


United States Court of Customs and Patent Appeals 
Patent Appeal No. 2703 
May 25, 1931 
Trape-Marks—INTERFERENCE—PariorniIty—Vatipiry oF First INTERSTATE 
Sate or Goons. 


In order to establish the interstate sale of goods bearing the 
trade-mark required by the Act, it is not material how the purchaser 
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uses them or whether he uses them at all. Moreover, the fact that the 
transaction was effected by appellee’s desire to meet requirements of 
the law did not destroy appellee’s right, if, in fact, it did meet these 
requirements. 


On appeal from a decision of the Commissioner of Patents in 
an interference proceeding awarding priority of use and right of 
registration to appellee. Affirmed. For the Commissioner's de- 
cision, see 19 T.-M. Rep. 524. 


Wm. Nevarre Cromwell, Earle D. Crammond (Charles B. 
Fullerton and James L. McManus of counsel), all of 
Chicago, IIll., for appellant. 

C. Paul Parker, of Chicago, Ill., for appellee. 


Garrett, J.: This is a trade-mark registration interference 
proceeding in which Montgomery Ward & Company, Incorporated, 
has appealed from a decision of the Commissioner of Patents, af- 
firming a decision of the Examiner of Interferences awarding to 
Sears, Roebuck & Company priority of use and right of registra- 
tion of the word “Sta-Klean” for use on ammunition in Patent 
Office class 9, explosives, firearms, equipments and projectiles, and 
denying to appellant right of registration of the word “Staclean”’ 
for use on the same type of goods. 

The goods upon which the respective parties are using, and 
propose to use, the respective marks are identical in character. 
The words are the same, except that appellee hyphenates its word 
and uses the capital letter “K’’ where appellant uses the small letter 
“ce” in spelling “clean.” Appellee also makes a somewhat fanciful 
arrangement of its word, while appellant uses plain letters, but 
this difference is not urged as having any bearing upon the issue. 
So the question in the case is that of which party first used the 
mark in the sense of the Trade-Mark Registration Act of February 
20, 1905. 

The application of appellee for registration was filed in the 
Patent Office, September 14, 1927, and alleged continuous use 
“since June 28, 1927.’’ Appellant filed its application December 
10, 1927, alleging use “since May 11, 1927.” 
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The interference was declared January 13, 1928, and on April 
18, 1928, appellee moved to amend by substituting March 2, 1927, 
for June 28, 1927, as its date of beginning use. Consideration of 
this motion was postponed by the Examiner of Interferences “until 
after the termination of this interference.” We do not find in the 
subsequent decisions where either tribunal of the Patent Office 
formally passed upon the motion, but it seems to have been treated 
as granted, and, in the argument before us, appellant agrees that 
it should be so treated. 

It is the contention of appellant, however, that upon the fact 
of the sale, claimed by appellee to have been made on March 2, 
1927, the evidence is conflicting as to some details and does not 
satisfactorily establish such a sale of goods bearing the mark as 
to give appellee ownership thereof in the sense of the trade-mark 
registration law. Upon the fact of the sale, we have the concur- 
ring findings of both tribunals of the Patent Office, and the rule 
that this court will not disturb such findings unless convinced by 
the evidence that they are manifestly wrong is applicable. 

We do not feel that these findings were erroneous. It ap- 
pears that appellee, in the fall of 1926, or in January, 1927, began 
to consider the question of dealing in ammunition of a new type 
which would not foul the bore of the guns in which used, and that 
it took up the subject with the Western Cartridge Company, which 
furnished appellee’s ammunition supplies; that in January, 1927, 
after considering different names for trade-mark use, “Sta-Klean” 
was decided upon; that on January 21, 1927, the supervisor of 
appellee’s sporting goods department wrote the advertising depart- 
ment to take steps to register the mark, and that these steps were 
taken; that in February, 1927, drawings were made of the design 
for the mark, followed by photostatic copies of the drawings, and 
that plans were under way to have the goods listed, under the “Sta- 
Klean” mark or label, in the catalogue which was to be issued 
July 1, 1927, which plans were duly consummated. 

It further appears that one Emil O. Strauss, a commercial 
artist in the employ of an engraving company which did work for 
both parties to this suit, learned in some way—we do not regard 
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it as material just how—of appellee’s ammunition to which the 
“Sta-Klean” mark was applied, or was to be applied, and under 
date of February 28, 1927, addressed a letter, which is in evidence, 
to the company placing an order for “two hundred rounds of Sta- 
Klean ammunition for a .22 short caliber rifle,” and stated in his 
letter: 


I am enclosing 70 cents. I do not know whether this is the right price, 
as I have no catalague to order from. 


The order was filled, the merchandise being shipped by ex- 
press. The receipt of the Express Company is in the record, and 
along with it a statement showing that the price was 60 cents, and 
that there was due the purchaser a refund of 10 cents. 

We see no reason in the face of the testimony, and the docu- 
mentary evidence filed, to question the fact that the goods shipped 
were the goods ordered. The witness states that he received the 
goods in boxes labelled with a photostatic copy of the “Sta-Klean” 
design or mark, and that he used the goods, except perhaps some 
that were misplaced, for the purposes for which ordered. 

George L. Engelhard, an employee of appellee, testified that 
he personally looked after the filling of the Strauss order and at- 
tached the photostats to the packages. It is not deemed necessary 
to go into any elaborate review of the evidence in the case. Unless 
both Strauss and Engelhard are to be wholly discredited and their 
testimony, as well as the documentary evidence, disregarded, we 
think the fact of the sale to Strauss is abundantly established. 

Appellant insists, however, that, even if the sale to Strauss 
be conceded, it was not a sale of the type of ammunition upon 
which it was proposed to use the mark; that it was some other 
type which appellee had in stock at the time and upon which it 
placed the photostats. Appellee insists that the evidence shows 
that it was of the same type and that, even if it were not, it would 
make no difference in law. Upon the latter contention of appellee 
we do not deem it necessary to pass, since we agree with the former. 
Engelhard’s testimony, taken as a whole, is quite positive to the 
effect that the sale to Strauss consisted of an ammunition which 
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had the non-corrosive powder of the type covered by appellee's 
“Sta-Klean” mark. 

Without lengthening this opinion unduly by a minute analysis 
of the testimony, it is sufficient to say that, in our opinion, it estab- 
lishes the sale to Strauss as being a bona fide sale of the type of 
the goods for use upon which the registration of appellee is sought, 
and that the packages contained the mark, applied in a manner 
which meets the requirement of the Trade-Mark Registration Act 
as to fixing appellee’s title thereto. 

The sale to Strauss was an intrastate transaction. This was 
sufficient when coupled with the further subsequent uses shown to 
vest title in appellee or give to it the ownership of the mark, but 
registration could not be predicated upon this alone. Macaulay 
v. Malt-Diastase Co., 55 App. D. C. 277 [15 T.-M. Rep. 253]; 4 
(2d) 944. In order to be entitled to register, the owner of a mark, 
by the terms of the statute, must have used same in interstate com- 
merce. 

Such interstate use by appellee is, we think, established by 
a sale and shipment to Dr. Maurice A. Marr, of Michigan City, 
Ind. Doctor Marr’s order for “100 6K216 Sta-Klean cartridges”’ 
was given in writing under date of June 27, 1927, accompanied 
by a check for 30 cents, and the goods ordered were received by 
him a few days thereafter, being shipped by express on June 28, 
1927. Doctor Marr’s testimony as to this transaction is supported 
by ample documentary evidence. Indeed, the occurrence of the 
transaction is not questioned by appellant, but it is insisted that 
it was not one which meets the trade-mark registration act require- 
ment. It is pointed out that Doctor Marr, in fact, made the order 
at the solicitation of a member of the Sears, Roebuck and Company 
concern; that he did not use the cartridges, and the contention is 
that the whole transaction was brought about in an effort to meet 
the interstate commerce requirement of the registration law, and 
appellant cites the case of Phillips v. Hudnut et al., 263 Fed. 643 
[10 T.-M. Rep. 243]. 

It does not seem to us that the instant case is on all fours 


with the last-named case. The facts are different. There is no 
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question of there having been a sale in the instant case. Doctor 
Marr ordered the cartridges and paid the regular price for them 
with his own money. It is not material how he used them, or 
whether he used them at all. It may be that the transaction was 
one brought about by appellee’s desire to meet the requirements 
of the law, but this does not destroy its rights, if, in fact, it did 
meet these requirements. 

The transaction with Doctor Marr, on the part of appellee, 
is, at least, in quite as favorable a situation legally as is that of 
appellant with Anderson and Cameron, wherein appellant, in re- 
sponse to an order for one kind of cartridges, substituted and 
shipped to Anderson others bearing the “Staclean” label. The 
circumstances, we think, strongly indicate that the transaction of 
appellant was in order to make an interstate shipment of goods 
bearing its proposed mark. 

It is upon this shipment that appellant relies to establish its 
date of May 11, 1927. The proof fails definitely to establish that 
its goods shipped were, in fact, accepted so as to make out a com- 
pleted interstate commerce transaction, but under our view of the 
case we need not pass upon that question. 

It is quite evident from the record that both parties to this 
proceeding, who are engaged in the mail order business upon a 
large scale, began to plan dealing in the type of ammunition con- 
taining a new kind of non-corrosive powder, shortly after that type 
became known, and by a coincidence, of which there is no expla- 
nation in the record, both chose practically the same word for a 
trade-mark. There is no allegation or intimation of fraud or de- 
ceit and counsel for each party appears to be of the opinion that 
neither principal knew what the other was planning relative to 
the trade-mark until the appearance of their respective catalogues, 
about July 1, 1927. 

Upon the record in the case we think the decision of the Com- 
missioner of Patents was without error and same is affirmed. 
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Tue CreLotex Company v. ArtHuUR Epwarp MILuineton, Doine 
Business as INsuLATING Boarp CoMPANY 


United States Court of Customs and Patent Appeals 


Patent Appeal No. 2770 


June 1, 1931 


Trape-Marxs — Opposition — “Fir-Tex” anv ‘“CELorex” — ConFLICcTING 
MarKs. 


“Fir-Tex” held to be confusingly similar to “Celotex,” both used 
as trade-marks for wallboard. 


On appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Reversed. For the Commis- 
sioner’s decision see 20 T.-M. Rep. 158. 


Wm. E. Seaver, Chas. M. Thomas, Francis D. Thomas, all of 
Washington, D. C., and Samuel E. Darby, Jr., of New 
York City, for appellant. 

A. V. Cushman, John J. Darby and T. J. Geisler, all of Wash- 
ington, D. C., for appellee. 


GrauaM, P. J.: The appellee filed an application on June 2, 
1928, for the registration of the mark “Fir-Tex,” to be used in con- 
nection with the sale of wood-fibre board. The appellant, The 
Celotex Company, filed opposition thereto, basing such opposition 
upon its use and ownership of the trade-mark “Celotex,” used on 
goods of the same descriptive properties. The Examiner of Inter- 
ferences dismissed the opposition and granted registration, and 
this decision was affirmed, on appeal, by the Commissioner of 
Patents of the United States Patent Office. 

Neither party took testimony in this case, but the opposer, 
by stipulation, offered in evidence the record made in Opposition 
No. 8716, in the matter of The Celotexr Company v. Des Moines 
Saw Mill Co., ete. 

The Commissioner of Patents held, and we think the testimony 
supports such holding, that the opposer began the manufacture of 
this material in 1921 or 1922, and ever since that time has been 
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selling the same in largely increasing quantities; that for many 
years prior to the entrance of the applicant into the field, the op- 
poser has been using the trade-mark “Celotex” in interstate com- 
merce. 

The Celotex Company procured the registration of its mark by 
certificate No. 187,332, on July 29, 1924. It appears from the 
testimony, and is fully set out in The Celoter Company v. Chicago 
Panelstone Co., Patent Appeal No. 2887, and The Celotex Com- 
pany v. Bronston Bros. et als., Patent Appeal No. 2886, decided 
concurrently herewith, that the opposer has spent very large sums 
of money in advertising its aforesaid trade-mark and has built up 
a very large and profitable business in the goods bearing this trade- 
mark. The appellant is a newcomer in this field, so far as the 
record discloses. 

The Commissioner of Patents, in deciding this matter, called 
attention to a number of trade-marks in which the syllable “tex” 
was used, and the use of which was prior to the use by the opposer 
of its mark “‘Celotex.’”” These various marks were marks which had 
been adopted, and in some cases registered in the Patent Office, used 
in connection with the sale of oil-cloth, bricks, wallpaper, gasoline, 
etc. From this circumstance, the Commissioner concluded that the 
syllable “tex” had been used probably to such an extent as to 
preclude the opposer from any monopoly thereof, such as the Com- 
missioner felt would arise from sustaining such an opposition as 
the one before us here. 

There is, in our opinion, but one question for determination 
here: The statute, section 5 of the trade-mark act of February 
20, 1905, which we have on many occasions quoted, provides, in 
substance, that a mark may not be registered which is identical 
with a registered or known trade-mark owned and in use by an- 
other, and which is appropriated to merchandise of the same descrip- 
tive properties, or which so nearly resembles a registered or known 
trade-mark appropriated to goods of the same descriptive proper- 
ties as to be likely to cause confusion or mistake in the mind of the 
public. The only question for the tribunal of the Patent Office, 
and for this court, in this case, is the question as to whether the 
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registration of the mark “Fir-Tex” will be likely to cause confu- 
sion in the minds of the public, and induce purchasers of wall-board 
to mistake the product of the appellant for that of the opposer. If 
there is likely to be such confusion, then the mark ought not to be 
registered. 

In determining this matter, the marks must be considered as 
a whole and not dissected. Apex Elec. Mfg. Co. v. Landers, et al., 
17 C. C. P. A. (Patents) 1184, 41 F. (2d) 99 [20 T.-M. Rep. 321]; 
B. F. Goodrich Co. v. Hockmeyer, et al., 17 C. U. P. A. (Patents) 
1068, 40 F. (2d) 99 [20 T.-M. Rep. 205]. The buyer will not 
stop to dissect the marks. If he is deceived, he will be deceived by 
the mark as a whole, and not by any particular part of it. 

Nor is it of any importance whether the mark of the opposer be 
subject to legal attack or not. The appellee cannot defend itself 


by attempting to prove by other prior registrations that the opposer 
has no valid title to the mark which it uses. Sharp & Dohme v. 
Park, Davis & Co., 17 C. C. P. A. (Patents) 842, 37 F. (2d) 960 
[20 T.-M. Rep. 79]; Standard Oil Co. v. Epley, 17 C. C. P. A. 


(Patents) 1224, 40 F. (2d) 997 [20 T.-M. Rep. 324]; American 
Fruit Growers v. Michigan Fruit Growers, 17 C. C. P. A. (Patents) 
906, 38 F. (2d) 696 [20 T.-M. Rep. 185]; MacEachen v. Tar 
Products Corp., 17 C. C. P. A. (Patents) 1264, 41 F. (2d) 295 
[20 T.-M. Rep. 464]. 

We are convinced there would be confusion if the mark 
“Fir-Tex’”’ were registered. This conclusion is in harmony with 
other decisions which we have made in similar cases. Celanese 
Corp. v. Vanity Fair Silk Mills, 18 C. C. P. A. (Patents) 47 F. 
(2d) 373 [21 T.-M. Rep. 151]; Baltimore Paint §& Color Wks. v. 
Bennett Glass §& Paint Co., 17 C. C. P. A. (Patents) 1269, 40 F. 
(2d) 1009 [20 T.-M. Rep. 476]; United States Gypsum Co. v. 
Plastoid Prod., 18 C. C. P. A. (Patents) , 46 F. (2d) 580; 
Malone v. Horowitz, 17 C. C. P. A. (Patents) 1252, 41 F. (2d) 
414 [20 T.-M. Rep. 462]; Int. Postal Sup. Co. v. Pitney-Bowes, 
etc., 17 C. C. P. A. (Patents) 911, 38 F. (2d) 692 [20 T.-M. Rep. 
131]; Bookman v. Oakland Chem. Co., 17 C. C. P. A. (Patents) 
1215, 40 F. (2d) 1006 [20 T.-M. Rep. 261]; Int. Silver Co. v. 
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American Silver Co., 17 C. C. P. A. (Patents) 871, 87 F. (2d) 
622 [ T.-M. Rep. 76]. 

The question of whether confusion would or would not exist 
is, after all, one which appeals to the judgment of the court which 
is called upon to decide that matter. This may account for the 
wide divergence of views which is found in the decisions of the 
courts in such matters. The ascertainment of whether confusion 
will or will not exist, is far from being an exact science, and 
every case must be determined upon its own facts, under the prin- 
ciples of law frequently announced by this court. 

We have had frequent occasion to remark that the federal 
trade-mark registration acts were framed with at least two pur- 
poses in mind: First, that one who had built up a good-will and 
established reputation in connection with the use of a trade-mark 
might be protected in the exclusive use thereof. Second, that the 
public might be protected against confusion. It is an unfortunate 
fact that when one has adopted some arbitrary trade-mark for his 
goods, and by patience and labor, or by superior salesmanship, 
or by the good quality of his goods, or by extensive and costly 
advertising, or by all of these, has established a profitable and valu- 
able business, there are to be found many who flock to the feast, 
unbidden guests, and fatten themselves at the table which has been 
spread. 

The argument is made that to sustain the opposition in this 
case is to give the appellant a monopoly of the use of the syllable 
“tex” in any combination of letters or syllables with which it might 
be used. We do not so hold. There may be, and doubtless are, 
many ways in which this syllable might be used in a trade-mark 
or trade-name where it would not conflict and be confusing with the 
mark of the appellant. In such cases, no legal objection could be 
made to its being so used. 

The decision of the Commissioner of Patents is reversed and 
an order will be entered sustaining the opposition. 
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Cuar.es R. Spicer, Dotne Business as THE Petvo Mepicine Com- 
pany v. W. H. Butt Mepicine Company 


United States Court of Customs and Patent Appeals 
Patent Appeal No. 2741 
May 25, 1931 








Trapve-Marks—CANCELLATION—“Spicer’s Nux Herss anp Iron” AnD 
“W. H. Buiy’s Hergs anp Iron” anv Picrorta, Device—RecistRa- 
TION Unpver Ten-Year CLavse. 
In a proceeding to cancel a trade-mark consisting of the words 

“W. H. Bull’s Iron” and a pictorial device, registered under the ten- 

year clause of the Act, on the ground of appellant’s use of the words 

“Spicer’s Nux Herbs and Iron” held that, even though the descriptive 

words “herbs and iron” appear in appellee’s mark, they had acquired 

a secondary meaning. Nevertheless, appellee had the right to use 

the words in their primary sense, provided such use did not mislead 

the public. 
Trape-Marks—CaNcCELLATION—Prorer Name CoMBINED WITH DeEscRIPTIVE 

TERMS. 

Where both appellant and appellee used the words “herbs and 
iron” as a part of their trade-marks, but differentiated the same by 
the use of the proper name “Spicer’s” and “Bull’s,” respectively, held 
that the marks were not confusingly similar, and the petition for can- 
cellation was dismissed. 





















On appeal from a decision of the Commissioner of Patents sus- 
taining a petition to cancel a trade-mark registration. Reversed. 
For the Commissioner’s decision see 20 T.-M. Rep. 99. 








Joseph W. Milburn (John A. Griesbauer, of counsel), both of 
Washington, D. C., for appellant. 

John D. Rippey and Lawrence C. Kingsland, both of St. Louis, 

Mo., for appellee. 


Lenroot, J.: This is an appeal from a decision of the Com- 
missioner of Patents of the United States Patent Office, affirming 
a decision of the Examiner of Interferences, sustaining the petition 
of appellee for the cancellation of registration No. 207,451, issued 
to appellant on January 5, 1926, and holding that said registration 
should be cancelled. 


Appellant’s registration is for a mark consisting of the notation 


> 99 


“Spicer’s Nux Herbs and Iron,” the name “Spicer’s” appearing as 
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a facsimile signature, and the words “and Iron” appearing under 
the words ““Nux Herbs.” Included in the description of the mark 
is the following: 

Be . ho claim being made to the name “Spicer’s” or the words 
“Nux,” “Herbs” and “Iron,” except in the manner shown. . 

It is stated in the application that the mark is applied to 
“liquid medicine in the form of a general tonic and laxative,’ and 
has been so applied since December 19, 1917. 

Appellee’s petition for cancellation is based upon the alleged 
use by it and its predecessor in business, since prior to 1879, of 
a composite mark containing the words “Herbs and Iron,” as ap- 
plied to a medicinal preparation. Appellee alleges that said 
words constitute a predominant and distinguishing feature of said 
mark. Registration of this mark is also alleged, the registration 
being No. 80,703. It is further alleged that the descriptive signifi- 
cance, if any, of the words “Herbs and Iron” became lost, due to 
long use by appellee, whereby a secondary meaning arose indicating 
origin of the goods to which the mark is applied in appellee. 

Appellant’s answer to the petition for cancellation denies all 
of its allegations except as to the issuance of said registration No. 
80,708, and as to said registration denies that it was duly registered 
and alleges that it is invalid and ineffective insofar as it may pur- 
port to be a registration of the words “Herbs and Iron” alone. 

Both parties took testimony. 

It appears that said registration No. 80,703 was granted to 
appellee on January 24, 1911, under the ten-year clause of the 
Trade-Mark Act of February 20, 1905. The mark, as shown in 
said registration. consists of the words “W. H. Bull’s” at the top, 
beneath which are the words “Herbs and,” and between these 
words and the word “Iron” is a fanciful picture containing many 
features. 

The goods to which the respective marks are applied are 
clearly of the same descriptive properties and are so conceded to be 
by the parties. 

The tribunals of the Patent Office concurred in holding that 
the words “Herbs and Iron” are descriptive in a primary sense, but 
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that since appellee’s registration was granted under the ten-year 
clause of section 5 of said trade-mark act, its mark must be given 
the effect, both for the purpose of registration and in determining 
the question of the likelihood of confusion, of a valid trade-mark. 
The Commissioner expressly found that appellee’s registration was 
duly made and was valid, and held that the two marks were con- 
fusingly similar, thus affirming the decision of the Examiner of 
Interferences. 

It is apparent from the decision of the Commissioner that he 
regarded the words “Herbs and Iron” as the essential feature of 
appellee’s mark, and for that reason held that the marks were 
confusingly similar. 

We think the Commissioner erred in holding that the words 
“Herbs and Iron” are the essential or dominant feature of ap- 
pellee’s mark. In appellee’s application, upon which the registra- 
tion was issued, it is stated that it adopted the mark “for a medici- 
nal preparation made from herbs and iron.’’ We think it apparent 
that these words were used in the mark solely to describe the goods, 
and that the essential and dominant features of the mark were the 
name “W. H. Bull’s” and the pictorial representation. We may 
say, in passing, that the words “Trade-Mark” are found in the 
oval containing the picture and above the word “Iron.” 

The testimony shows that appellee manufactures a number of 
medicines in addition to ““W. H. Bull’s Herbs and Iron,” among 
them “Bull’s Liver Pills” and “Bull’s Oil Liniment.” If the con- 
tention of appellee is well founded, as held by the tribunals of the 
Patent Office, if appellee could establish ten years’ exclusive use of 
“Bull’s Liver Pills” and “Bull’s Oil Liniment” prior to February 
20, 1905, it could secure a monopoly of the words “Liver Pills” as 
a mark for medicine in pill form for liver diseases, and of the 
words “Oil Liniment” for any liniment containing oil. 

We have carefully examined the voluminous testimony in the 
case and it is clearly established that appellee never made a trade- 
mark use of the words “Herbs and Iron,” standing alone, but its 
trade-mark use was always the words “W. H. Bull’s Herbs and 
Iron,” either with or without the pictorial representation. 
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Furthermore, we think the evidence clearly shows that pur- 
chasers did not rely upon the words “Herbs and Iron” as indi- 
cating origin of the goods. The testimony fairly establishes that 
retail customers ordinarily called for either “Bull’s Herbs and 
Iron” or “Spicer’s Nux Herbs and Iron.” The testimony shows 
that appellee’s representative went to a number of drug stores and 
called for “Herbs and Iron.” In some instances he was sold 
“Spicer’s Nux Herbs and Iron,” in others he was asked if he wanted 
“Spicer’s Herbs and Iron,” and in one instance he was asked 
whether he desired “Spicer’s” or “Bull’s” Herbs and Iron. It is 
the contention of appellee that this testimony shows confusion and 
that, because there was a greater profit to the druggist in selling 
“Spicer’s Nux Herbs and Iron” than in selling “W. H. Bull’s 
Herbs and Iron,” druggists would palm off appellant’s goods for 
those of appellee. We think, however, that this does not con- 
stitute any proof of palming off or of deception. When a customer 
asked for a medicine as “Herbs and Iron,” the druggist would 
understand him to make the inquiry in a descriptive sense, and the 
natural inquiry, where the druggist handled more than one such 
preparation, would be whether the customer desired “‘Bull’s” or 
“Spicer’s” or some other preparation of herbs and iron, of which 
there were a number on the market when the testimony herein was 
taken. 

We are of the opinion that appellee’s mark must be consid- 
ered as a whole, and, so regarding it, there is no confusing simi- 
larity between it and the mark of appellant, and that the Com- 
missioner of Patents erred in this respect. 

Appellee further contends that, regardless of any statutory 
right it may have by virtue of its registration, the testimony shows 
that it has established a secondary meaning of the words “Herbs 
and Iron” entitling it to the exclusive use of those words, and that 
appellant has not the right to use them in a descriptive sense or 
otherwise. 

It should be noted that appellant claims no exclusive right to 
the words “Herbs and Iron” apart from its mark, and has ex- 
pressly disclaimed such words in its application. 
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It is clear that appellant uses the words “Herbs and Iron” 
in their primary and not in any secondary sense, and that whether 
or not appellee has established a secondary meaning of said words, 
appellant cannot be deprived of their use in a primary sense, pro- 
vided he uses them in a way that is not deceptive to the public. 

The Commissioner, in his decision, quoted at length from the 
opinion in the case of Thaddeus Davids Co. v. Davids Manufactur- 
ing Co., 288 U. S. 461 [4 T.-M. Rep. 175]; 84 S. Ct. Rep. 312; 
to the point that a registration under said ten-year clause is a valid 
trade-mark, which point we do not controvert. That case involved 
the registration under said ten-year clause by Thaddeus Davids Co. 
of the name “Davids” used upon ink. The defendants used the 
name “‘C. I. Davids” in a similar manner upon the same kind of 
goods. 


The court there did not hold that such registration of the word 
“Davids” under said ten-year clause gave the complainant the ex- 
clusive right to that word. The court said: 


apse . It is not to be supposed that Congress intended to prevent 
one from using his own name in trade, or from making appropriate refer- 
ence to the town or city in which his place of business is located; and we 
do not find it necessary to consider the question of the validity of such 
an attempt if one were made. Congress has admitted to registration the 
names or terms belonging to the class under consideration simply because 
of their prior use as trade-marks, although they had not been such in law. 
Their exclusive use as trade-marks for the stated period was deemed in 
the judgment of Congress a sufficient assurance that they had acquired 
a secondary meaning as the designation of the origin or ownership of the 
merchandise to which they were affixed. And it was manifestly in this 
limited character only that they received statutory recognition, and, on 
registration, became entitled to protection under the act. 

In the case, therefore, of marks consisting of names or terms having 
a double significance, and being susceptible of legitimate uses with respect 
to their primary sense, the reproduction, copy or imitation which con- 
stitutes infringement must be such as is calculated to mislead the public 
with respect to the origin or ownership of the goods and thus to invade 
the right of the registrant to the use of the name or term as a designation 
of his merchandise. . . . 


In this case, the court did not prevent the defendant from 
using the word “Davids” as applied to ink, but enjoined it from 
so using the name as to simulate complainant’s mark. 
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We think it is well established by the above and other cases 
that, even where a secondary meaning of a word is established, 
others have the right to use such word in its primary sense, pro- 
vided it is so used as not to lead the public to believe that it is pur- 
chasing the goods of one who has established such secondary mean- 
ing. 

In the case of Elgin National Watch Company v. Illinois 
Watch Case Company, 179 U. S. 665 [21 S. Ct. Rep. 270], the 
court, after reviewing a number of cases upon the subject of sec- 
ondary meaning of a descriptive mark, said: 

These and like cases do not sustain the proposition that words which 
in their primary signification give notice of a general fact, and may be 
used for that purpose by every one, can lawfully be withdrawn from 
common use in that sense; but they illustrate the adequacy of the pro- 
tection from imposition and fraud in respect of a secondary signification 
afforded by the courts. 

In the instance of a lawfully registered trade-mark, the fact of its 
use by another creates a cause of action. In the instance of the use in 
bad faith of a sign not in itself susceptible of being a valid trade-mark 


but so employed as to have acquired a secondary meaning, the whole 
matter lies in pais. 


The case of Kellogg Toasted Corn Flake Co. v. Quaker Oats 
Co., 285 Fed. 657 [6 T.-M. Rep. 587], decided by the United 
States Circuit Court of Appeals, Sixth Circuit, is similar in many 
respects to the case at bar. It involved the right of the Kellogg 
Company to the exclusive use of the words “Toasted Corn Flakes.” 
There, as here, the descriptive words alone had never been used 
as a trade-mark, and the court held that the word “Kellogg’s” 
could not be dissociated from the words “Toasted Corn Flakes,” 
and a meaning given to said words which had never been relied 
upon by the Kellogg Company. The law as to secondary meaning 
of marks was also fully discussed, and it was held that where a 
manufacturer establishes in a descriptive word a secondary mean- 
ing, as indicating his goods, he is entitled as against another to 
only such protection as will prevent such other from using that 
term to pass off his goods as those of the original appropriator. 

The case of Maatschappij Tot Exploitatie Van Rademaker’s 
Koninklijke Cacao & Chocoladefadrieken v. Kosloff et al., 45 F. 
(2d) 94, 6 U. S. Pat. Quart. 183 [21 T.-M. Rep. 228], decided by 
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the United States Circuit Court of Appeals, Second Circuit, in- 
volved the marks ‘““Rademaker’s Hopjes” and “Frank Rademaker’s 
Hopjes,” “hopjes’ being the Dutch word for a species of candy. 
Plaintiff had registered under the ten-year clause of said Trade- 
Mark Act of February 20, 1905, the words “Rademaker’s Hopjes,” 
which registration was sustained by this court in the case of 
Maatschappij, etc. v. Rademaker, etc., 17 C. C. P. A. (Patents) 
1260, 41 F. (2d) 406. The Circuit Court of Appeals expressly con- 
curred with said conclusion of this court, and further held that a 
secondary meaning had been established of the words ““Rademaker’s 
Hopjes.” The court said: 

Clearly plaintiff had and has no exclusive right to the Dutch word 
“Hopjes.” It has not used that word alone, to indicate the origin of a 
species of candy; it has always coupled it with “Rademaker.” 

It further held that Frank Rademaker, for whom the defend- 
ant was the agent, had the right to call his product “Frank Rade- 
maker’s Hopjes,” provided, in so doing, he made it clear that they 
were his own and not plaintiff's product. 

It is unnecessary to cite further authority upon this point. 

Appellant’s use of the words “Herbs and Iron” is in their 
primary sense. The record clearly shows that it relies upon the 
word “Spicer’s’” to indicate origin of its goods and not the words 
“Herbs and Iron,” and that in its advertising and labels it empha- 
sizes the word “Spicer’s.” 

Therefore, while we do not believe that the evidence estab- 
lishes a secondary meaning of the words “Herbs and Iron” as in- 
dicating origin of appellee’s product, even were it otherwise, ap- 
pellant is using the words in their primary and not their secondary 
sense, in a proper way. We may say, in passing, that much of ap- 
pellee’s testimony as to a secondary meaning of the words “Herbs 
and Iron’’ is to the effect that customers often ordered from appellee 
its product under the words “Herbs and Iron.” We do not think 


such testimony tends to establish a secondary meaning, because 
when orders were given to appellee for “Herbs and Iron,” it was 
naturally understood that ““W. H. Bull’s Herbs and Iron” was 
meant. 
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In view of the conclusion we have reached, it is unnecessary 
to consider the contention by appellant that appellee’s registration 
is invalid, or whether such question could properly be considered 
by us in this proceeding. We hold that the petition of appellee 
should be dismissed. 


The decision of the Commissioner of Patents is reversed. 


Buianp, J., specially concurring: I agree with the conclusion 
of the majority that confusion is not likely to result between the 
trade-mark “W. H. Bull’s Herbs and Iron,” associated with an 
elaborate pictorial representation and appellant’s registration 
“Spicer’s Nux Herbs and Iron,’ the word “Spicer’s” appearing 
as a facsimile signature. 

I am not convinced that the phrase “Herbs and Iron’ is not 
the “dominant feature” of appellant’s mark and, in my view, this 
consideration is not important to the decision of the case. 

Although appellee registered, under the ten-year clause, its 
mark containing the words “Herbs and Iron,” and although the 
term is presumed to have acquired a secondary meaning, it is not 
the exclusive property of the registrant to the extent that regis- 
trant can prevent anyone else from using the term if the other, in 
using same, so uses it as to avoid confusion of origin. Thaddeus 
Davids Co. v. Davids Manufacturing Co., 283 U. S. 461 [4 T.-M. 
Rep. 175]; 34 S. Ct. R. 572. 

Irrespective of which is the dominating part of appellee’s 
mark, appellant, under the circumstances of this case, has no right 
to use this part of appellee’s valid trade-mark, which is presumed 
to acquire a secondary meaning, without including in its mark other 
matters which are sufficient to make confusion in origin improbable. 
This, I think, appellant has done, and I therefore specially concur 
in the result. 
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Van Camp Sea Foop Co., Inc. v. THe ALExaNper B. Stewarp 
ORGANIZATION 


United States Court of Customs and Patent Appeals 


Patent Appeal No. 2708 
May 27, 1931 


Trape-Marxs—“CHICKEN OF THE SEA” AND “Wnuite CHICKEN” For CANNED 

Tuna—Res ApJvupDICcATA. 

In deciding as to the registrability of two trade-marks alleged 
to be conflicting, a decision of the Federal Court in litigation between 
the parties bearing on the same point held not to be res adjudicata. 

Trape-Marxs—Opposirion—“CHICKEN OF THE SEA” AND “Wuuitre CHICKEN” 

ConFLICTING Marks. 


A trade-mark consisting of the words “White Chicken” held to 
be confusingly similar to a mark consisting of the words “Chicken of 
the Sea,” both marks being used on canned tuna. 

Appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Reversed. For the Commission- 
er’s decision, see 20 T.-M. Rep. 34. 


Albert J. Fihe, of Chicago, IIl., for appellant. 

James M. Naylor, of San Francisco, Cal. (Charles R. Allen, 
of San Francisco, Cal., and William S. Graham, of Wash- 
ington, D. C., of counsel), for appellee. 


Buanp, J.: This is an appeal from the decision of the Commis- 
sioner of Patents, affirming the action of the Examiner of Inter- 
ferences, dismissing the opposition, and adjudging the applicant, 
appellee, entitled to the registration for which application had been 
made. 

The applicant seeks to register the term “White Chicken,” 
used upon canned tuna. 

The opposer sets up a prior use of the term “Chicken of the 
Sea,” as a trade-mark for tuna fish and shows ownership of regis- 
tration No. 97,192, granted May 19, 1914, for the mark. Accord- 
ing to the record, the “Chicken of the Sea” trade-mark has been 
used by opposer and its predecessors since 1914, and opposer 
spends approximately $60,000 annually in advertising this brand 
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of tuna. Its sales, amounting to approximately five million cans 
annually, are made in all parts of the United States, and in Hawaii 
and Canada. 

Appellee has used the term “White Chicken” on its goods 
since October 14, 1926. The Commissioner held that the goods of 
the two parties were identical and that the only question involved 
for his decision was the question of confusion. He states: 

. . In the ruling in the adjudicated case of Van Camp Sea Food 
Co., Ine. v. Westgate Sea Products Co., 28 F (2d) 957, C. C. A. 9th Cir., 
it was finally determined that the notation “Breast o’ Chicken” was not 
confusingly similar to the opposer’s mark “Chicken of the Sea.” The 
court found that the word “chicken” had been widely used in a descriptive 
sense in connection with various foods, including fish, and that the op- 
poser was not entitled to claim exclusive rights to the use of this word 
alone. Since the mark of the applicant here, “White Chicken,” is ob- 
viously no more similar to the opposer’s mark than is the mark of the 
defendant in the adjudicated case, the finding of the court in that case 


is regarded as determinative of the question of similarity of the marks 
involved in the instant proceeding. 


The record shows that the Van Camp Sea Food Co., Inc., 
brought suit in the United States District Court for the Southern 
District of California, against Westgate Sea Products Co., for in- 
fringement of its mark “Chicken of the Sea,” and alleged that the 
defendant’s infringing mark was “Breast o’ Chicken.” The Dis- 
trict Court dismissed the bill without hearing evidence. Appeal 
was taken to the Circuit Court of Appeals, Ninth Circuit, which 
court held (Van Camp Sea Food Co., Inc. v. Westgate Sea Products 
Co., 28 F. (2d) 957 [19 T.-M. Rep. 189] that the trial judge had 
the right to dismiss the bill without taking evidence. The Circuit 
Court of Appeals stated, evidently inadvertently, that the West- 
gate Products Co. caused its “Breast o’ Chicken” trade-mark to be 
registered. It is conceded that the term had not been registered. 
The court then held as follows: 

Were the word “chicken,” common to the two trade-marks, a purely 
fanciful term, and made equally prominent in both, we might have a case 
of sufficient doubt to warrant a hearing of evidence. But, as registered, 
the two combinations are similar neither in appearance nor in sound, and 
if, as appellant contends, it be conceded that “chicken” is the dominant 
word in its combination, it cannot be said to have such prominence in 


that of the defendant. Moreover, “chicken,” as used by the plaintiff, is 
not a purely fanciful term, but is measurably descriptive. True, in its 
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primary or most popular meaning, it designates the young of the domestic 
hen, and less commonly, the young of wild birds, but it is sometimes used 
to denote living things of the sea as well as of the land. Its application 
has been so extended apparently because in a figurative sense it has come 
to signify something young and tender. 

At page 336 of volume 2 of Murray’s New English Dictionary of the 
Philological Society it is stated that, since early in the 1700’s, “chicken” 
has been so used as denoting a young and inexperienced person, and in 
Farmer and Henley’s Dictionary of Slang and Colloquial English it is 
said that “tender as chicken” dates back to the fourteenth century. In 
the Century Dictionary it is referred to as a name applied with qualify- 
ing adjectives to various fishes. In the same work chicken halibut is de- 
fined as “a halibut weighing from ten to twenty pounds.” And in the 
edition published as early as 1889 chicken lobster is said to be “an under- 
sized lobster,” too small to be legally marketable under the laws of some 
states. It will thus be seen that the term is not only more or less gen- 
erally applied to sea life, but, when so used, it is understood to be de- 
scriptive of class or quality. We are not to be understood as necessarily 
holding that plaintiff's trade-mark is invalid; the combination as a whole 
may have validity. But, in view of the considerations just suggested, ap- 
pellant cannot, as in effect it seeks to do, abandon all but the word 
“chicken” and claim that as its trade-mark. “Chicken,” when applied 
to tuna, would, as when applied to halibut or lobster, denote young and 
tender meat, and hence would be descriptive of quality. That terms 
merely descriptive of quality cannot be appropriated as trade-marks is 
too well settled to require citation of authorities. On the point that gen- 
erally a registered trade-mark is to be considered as an entirety, see John 
Morrell & Co. v. Hauser Packing Co. (C. C. A.) 20 F (2d) 713; Oster- 
moor & Co. v. Rose Spring & Mattress Co., 55 App. D. C. 307, 5 F (2d) 
268; Loughran v. Quaker City, ete. (C. C. A.) 296 F. 822; Beckwith v. 
Commissioner of Patents, 252 U. S. 538, 40 S. Ct. 414, 64 L. Ed. 705. 


The record shows that after the decision by the Circuit Court 
of Appeals, supra, a suit by the Van Camp Sea Food Co. was begun 
against the appellee herein in the United States District Court for 
the Southern District of California, Central Division, and that in 
September, 1930, that court held in substance, among other things, 
that there was not sufficient similarity between the alleged trade- 
marks to produce confusion and that the mark “White Chicken” 
did not infringe “Chicken of the Sea” and that the defendant had 
not committed acts of unfair competition against the plaintiff. It 
also held that the term “of the Sea,’’ when used on a fish product 
designated the place from which the product came and added noth- 
ing to the descriptive word “chicken,” and that the legend “‘Chicken 
of the Sea” was, therefore, invalid when used as a trade-mark for 


tuna. 





| 
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Under the statute our duties in reviewing decisions of the Com- 
missioner of Patents in trade-mark cases are quite different from 
those of a District or Circuit Court of Appeals in actions such as 
have been hereinbefore referred to. We determine the correctness 
of the Commissioner’s ruling on the registrability of the trade-mark. 
The District and Circuit Courts of Appeals, in the above cases, were 
not concerned with this question. Our jurisdiction involves the 
question of the right to register, while the jurisdiction in the cases 
above referred to involves the right to use. California Packing 
Corp. v. Tillman § Bendel, 17 C. C. P. A. (Patents) 1048, 40 
F. (2d) 108 [20 T.-M. Rep. 238]; B. F. Goodrich Co. v. Hock- 
meyer, 17 C. C. P. A. (Patents) 1068, 40 F (2d) 99 [20 T.-M. 
Rep. 205}. 

Section 5 of the Trade-Mark Act of February 20, 1905, pro- 
vides definitely that a trade-mark shall not be registered if such 
mark is so similar to a mark owned and used by another, when used 
upon goods of the same descriptive properties, as to be likely to 
cause confusion. It also provides definitely that the mark shall not 
be registered if it consists merely in words which are descriptive 
of the goods with which it is used or of the character or quality of 
such goods. 

While the decisions of the District Court and the Circuit 
Court of Appeals, supra, involved issues which differ from those 
at bar, it is true that in their decisions they made certain findings 
with which we are concerned. We do not understand that their 
decisions on the subject of the descriptive quality of the term 
“Chicken of the Sea” or their findings on the question of similarity 
between “Chicken of the Sea” and “Breast o’ Chicken” in an in- 
fringement action, are to be considered by us as res adjudicata or 
controlling of the issue of the registrability of the term “White 
Chicken.” Decisions of this character, when applicable, ought to 
be and are entitled to great respect here and by the Patent Office 
tribunals. They are, however, to be regarded as persuasive but 
not conclusive. 

If “Chicken of the Sea’ is descriptive of the goods, it is, of 
course, an invalid trade-mark and should not have been registered, 
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and under the authority of the trade-mark act it could be cancelled 
upon proper petition. If “Chicken of the Sea” is descriptive, cer- 
tainly “White Chicken” is more so. But, in view of our conclusion 
reached herein, it will not be necessary for us to determine whether 
or not “White Chicken” is either descriptive or misdescriptive. 

The Commissioner of Patents should have refused registration 
of the term “White Chicken” for the reason, if for no other, that 
it was confusingly similar to “Chicken of the Sea,” both marks 
being applied to goods of the same descriptive properties, and the 
word “Chicken” being the predominant word of the terms in sound, 
appearance and significance. The Commissioner of Patents in his 
decision, in determining the question of confusion, was, evidently 
erroneously, influenced by the same consideration that seemed to 
influence the decisions in the District Court and Circuit Court of 
Appeals above referred to, that is to say, that the word “Chicken” 
is descriptive and when the same is eliminated, there was no con- 
fusion between the word “White” and the words “of the Sea,” and 
that “Chicken,” being descriptive, should not be taken into con- 
sideration in determining the question of confusion. In this view 
of the case, it is regarded as proper for us to consider, somewhat 
in detail, the characteristics of the mark “Chicken of the Sea” 
with respect to whether it is descriptive or suggestive, not with a 
view, however, of passing judgment upon the validity of appellant’s 
mark. 

While “Chicken of the Sea” is somewhat suggestive, we can- 
not conclude that it is descriptive. We think it is an arbitrary and 
fanciful mark. Furthermore, the word “Chicken,” when used in 
connection with the words “of the Sea,” is, in our opinion, not 
descriptive. If used alone on tuna, it is urged that it might be 
descriptive or misdescriptive. It is not used alone in appellant’s 
mark and should not be eliminated from consideration in the deter- 
mination of the question of confusion. There is not one syllable 
of proof or one word of printed authority pointed out which sup- 
ports a conclusion that there is such a thing as a chicken tuna. 
True enough, as has been suggested in the quoted portion of the 
opinion of the Circuit Court of Appeals, in some instances the 
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word “Chicken” connotes immaturity. This is no doubt true when 
the word is applied to halibut, turtles, lobsters, and to female mem- 
bers of the human family, but unless it is descriptive of tuna, it 
does not fall within the prohibition of the statute. The only tes- 
timony in the case on this question is by a witness, connected with 
the appellant fish canning firm, who is familiar with the mark, and 
is to the effect that the word suggests white-meated tuna which is 
in layers like pressed chicken, and that some people think that 
the flavor of a certain kind of tuna resembles the flavor of the white 
meat of chicken. “Chicken of the Sea” is surely not even sugges- 
tive of a fowl. It is well settled in adjudicated cases that a valid 
trade-mark may be highly suggestive (in our opinion ofttimes the 
best ones are), without being offensively descriptive. 


In Le Blume Import Co. v. Coty, 298 Fed. 844, 851 [18 T.-M. 
Rep. 283], the court said: 


The Trade-Mark Act of February 20, 1905 (section 5) denies regis- 
tration to a mark which consists merely in words or devices which are 
descriptive of the goods with which they are used, or of the character or 
quality of such goods. It was claimed at the argument that Coty’s trade- 
mark is descriptive, within the meaning of section 5, and so was incapable 
of registration. The general rule is unquestionable that a word which is 
descriptive of the article upon which it is used, of its ingredients, quanti- 
ties, or characteristics, cannot be a valid trade-mark. Standard Paint Co. 
v. Trinidad Asphalt Manufacturing Co., 220 U. S. 446, 31 Sup. Ct. 456, 
55 L. Ed. 586. The rule, however, is not without qualification. The cases 
show that the courts under certain circumstances protect the use of words 
as trade-marks, even though they suggest the ingredients, qualities, or 
characteristics of the goods. The distinction is between words which are 
“descriptive” and those which are merely “suggestive.” Neither is it 
necessary that words to be available as trade-marks should carry no sug- 
gestion of any meaning. The line of demarcation may not be easy to 
draw but it exists. See Nims on Unfair Competition and Trade-Marks 
(2d Ed.) sections 200-202. 


In Orange Crush Co. v. California Crushed Fruit Co., 54 App. 
D. C. 818, 297 Fed. 892 [14 T.-M. Rep. 228], the court said: 


The Trade-Mark Act .. . . prohibits the registration of a mark 
which consists “merely in words or devices which are descriptive of the 
goods with which they are used, or of the character or quality of such 
goods.” In this provision Congress evidently intended to draw a distinc- 
tion between descriptive and merely suggestive marks. Marks of the 
former character, as we many times have declared, are not susceptible 
of exclusive appropriation, while those of the latter class may be. The 
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difficulty is not so much in the statement of the rule as in its application 
to the facts of a particular case. 


In United Lace & Braid Mfg. Co. v. Barthels Mfg. Co., 221 
Fed. 456 [5 T.-M. Rep. 478], we think the correct rule of dis- 
tinction between trade-marks that are merely descriptive and those 
that are suggestive is stated in the following language: 


The utmost that can be said is that the term “beaded,” as applied to 
these tips, is somewhat suggestive of their appearance. In other words, 
it is used figuratively. This, however, is not enough to take it out of the 
range of lawful appropriation as a trade-mark. Every good trade-mark 
is suggestive; once seen or heard, its association with the product is 
readily fixed in the mind. If there were no association of ideas between 
the two, it would require an independent effort of memory to recall the 
connection. It is not necessary to the validity of a trade-name that it 
should be utterly devoid of aptitude. It is enough that it leaves open 
to every one all words that are really descriptive. 

While appellee here concedes that both trade-marks at bar 
are not descriptive, it certainly produces an anomalous situation 
for appellee to contend in an infringement suit that it has the right 
to use the term because it is descriptive and to contend in the Patent 
Office that it is not descriptive and is registrable. It is obvious 
that appellee seeks to reap where it has not sown. Doubts are re- 
solved against the newcomer in trade-mark registration proceed- 
ings. Appellee is the newcomer and in selecting its mark, it should 
select one, not with a view of profiting by the confusion that would 
result, but with the purpose of avoiding confusion. There is no 
such poverty of words in the language of commercial men as to re- 
quire the selection of a term as a trade-mark which confuses the 
public and invades property rights. California Packing Corp. v. 
Tillman and Bendel, supra; B. F. Goodrich Co. v. Hockmeyer, 
supra; Rotex Surgical Appliance Co. v. Kotex Co., 18 C. C. P. A. 
(Patents) —, 44 F (2d) 879 [21 T.-M. Rep. 21]; Lever Bros. Co. 
v. Riodela Chemical Co., 17 C. C. P. A. (Patents) 1272, 41 F. (2d) 
408 [20 T.-M. Rep. 811]. 


The decision of the Commissioner of Patents is reversed. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 
Color 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister, under the Act of 1905, a trade-mark for staples for tacking, 
stitching and binding in stick form, a mark described as “ a yellow 
or gold colored lining on the inside of the staple stick or refill.” 

The ground of the decision is that the alleged mark constitutes 
merely a color unassociated with any design or symbol and not func- 
tioning as a trade-mark. 

In his decision, after referring to applicant’s argument as to 
the difficulty of applying an identifying mark to the goods them- 
selves, and applicant’s explanation of the manner in which its goods 
and the machines in which they are used are sold and the fact that 
other parties sell staples which do not fit applicant’s machines 
causing them to operate unsatisfactorily and it was applicant’s de- 
sire to have some identifying mark upon the staples, the First As- 
sistant Commissioner said: 


It must be deemed settled law an applicant cannot monopolize a color 
for its goods unless the color is in some design, symbol, or configuration as 
indicated by the Supreme Court in the case relied upon bythe Examiner 
(citing decisions). 


He further said: 


It is not thought there is any case which supports the view that color- 
ing the entire inside surface of a stick or refill in the manner disclosed by 
the applicant can be deemed as a trade-mark. It would seem this coloring 
of the entire inner surface cannot by any logical interpretation be re- 
garded as a design or symbol.’ 


Conflicting Marks 


Moore, A. C.: Held that Anna Helen Arlt, of Brooklyn, 
N. Y., is not entitled to register the word “Veragen” as a trade- 
mark for a number of toilet articles including cold creams and skin 
creams, in view of the prior use by Velogen, Inc., of New York, 
N. Y., of the term “Velogen” as a trade-mark for preparations for 
external application in the treatment of the skin. 


*Ex parte Boston Wire Stitcher Company, 156 M. D. 663, May 20, 
1931. 
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The ground of the decision is that the goods are of the same 


descriptive properties and the marks as applied thereto are con- 
fusingly similar. 

In his decision, after referring to the testimony as showing 
that the opposer was the first to use its mark and noting applicant’s 
admission that the opposer had the right to extend the use of its 


trade-mark to other pharmaceutical preparations, the Assistant 
Commisioner said: 


. . It has been pointed out on the record that the two words have 
the same beginning and the same ending, and differ only as to the inter- 
mediate letters RA in the applicant’s mark and LO in the opposer’s mark. 
The two marks, however, when considered in their entirety, closely resemble 
each other, both as to appearance and as to sound, when they are pro- 
nounced in the natural way, to such an extent as would result in confusion 
in the mind of the public. Even though the differences may be apparent 
on comparison of the two marks, yet it is believed that such differences 


would not be recognized by the ordinary observer nor carried in the mem- 
ory of purchasers. 


With reference to the argument that the opposer was barred 
by its own laches from raising the question of applicant’s right to 


registration, he said: 


In Cluett, Peabody & Co., Inc. v. Hartogensis (Arrow Emblem Co., 
Substituted), 396 O. G. 707 [ 20 T.-M. Rep. 452] the U. S. Court of Cus- 
toms and Patent Appeals held that the defense of laches does not apply 
to cancellation proceedings instituted under the provisions of Sec. 13 of 
the Trade-Mark Act of February 20, 1905. By analogy of reasoning the 
same principle is applicable to opposition proceedings. 


With reference to the goods, he said: 


As to the respective goods of the parties, it is believed that they may 
be properly grouped in the same class. It is difficult to distinguish in kind 
the applicant’s skin creams, etc., from the opposer’s preparation for the 
treatment of the skin in the cleansing and softening thereof? 


* Velogen, Inc. v. Anna Helen Arlt, 156 M. D. 649, May 5, 1931. 








